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The Trade-Mark Reporter 


The Current Law of Trade-Marks and Unfair Com- 
petition in the United States 


This publication, issued monthly, contains all current deci- 
sions of the law of trade-marks, trade-names and unfair competi- 
tion in the courts of the United States, and of the several States 
and in the United States Patent Office. The text of opinions is 
given in full so far as they relate to trade-marks, or allied sub- 
jects, with references to the official or other reports, if any, in 
which the cases are to be found, and with annotations and cross 
references, designed to illustrate the development and assist in 
the study of this branch of the law. 

It likewise contains the text of all legislative enactments of 
the several state legislatures, and of the federal congress, re- 
lating to the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced 
by courts and legislative bodies from year to year. It includes 
also all treaties and conventions to which the United States is a 
party, relating to trade-marks. Each annual volume will be com- 
pleted with an index, digest and table of cases, that will make its 
contents readily accessible for reference. 

It is intended primarily for the use of lawyers and is edited 
with a view to their needs and requirements. The subscription 
price is TWO DOLLARS per year in the United States, Canada 
and Mexico; elsewhere TEN SHILLINGS. 
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UNITED STATES CIRCUIT COURT OF APPEALS 
WARNER BrotHers CoMPANY Vv. Davip WIENER. 


Second Circuit, November 10, 1914. 






SURNAME AS A TRADE-MARK—TEN YEAR CLAUSE—INFRINGEMENT. 

Under the ten year clause of the trade-mark act of 1905 as in- 
terpreted by the United States Supreme Court, surnames as _ trade- 
marks are protected not merely against literal imitation, but also 
against that which is only colorable. 








On rehearing of an appeal in which an order granting a pre- 
liminary injunction was affirmed. Reversed. For earlier opinion, 
see Reporter, vol. 4, page 199; note p. 202. 












} 

Seabury C. Mastick of New York, (Henry J. Lucke of 
counsel) for complainant-appellant. 
John Bogart and Isadore Weckstein for defendant-respond- 
ent. 


Before LacomBe, Cox and Warp, Circuit Judges. 







Warp, J.—Since our decision affirming the order in this 


case the Supreme Court has handed down an opinion in the case 
of Thaddeus Davids Co. v. Davids Manufacturing Co., 233 
U. S., 461 [Reporter, vol. 4, p. 175]. A majority of the court 
understand it to hold that the trade-mark granted in a surname 
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under the fourth proviso of section 5 of the trade-mark act of 
1905 is in the name itself, irrespective of the way in which it is 
printed or displayed. The name in such a case is to be treated as 
if it were an arbitrary word and is to be protected not only against 
literal but against colorable imitation. So regarded, the word 
Wiener standing alone is, in our opinion, a colorable imitation of 
the word Warner and the defendant must be enjoined, although it 
is his own surname, from using it in the corset business alone or 
in any manner amounting to a colorable imitation of the word, 
Warner. 
Order modified. 


UNITED STATES DISTRICT COURT 
BALDWIN, et al. v. GrrER Bros. Co. 
(215 Fed. Rep., 735.) 
Western District of Pennsylvania, July 7, 1914. 


Unrair ComMpetition—I MITATION oF Goons. 

The manufacture of a miner’s lamp identical in appearance with 
one having an established trade among miners, having similar ap- 
purtenances, packed in a similar box, with a circular of instructions 
copied almost verbatim from that accompanying the earlier lamp, is 
unfair competition. 

In Equity. On final hearing. Decree for complainant. 
For the opinion of the court on motion for a preliminary 
injunction, see Reporter, vol. 4, p. 300. 
Wesley G. Carr, of Pittsburgh, Pa. (James Q. Rice, of 
New York City, of counsel), for plaintiffs. 
Jos. M. Nesbit and Brown & Stewart, all of Pittsburgh, 
Pa., for defendant. 


Orr, District Judge—The plaintiffs by their bill charge the 
defendant with infringement of reissue patent of the United 
States, No. 13,542, issued to Frederick E. Baldwin for an 
acetylene gas generating lamp under date of March 11, 1913, 


and have also charged the defendant with unfair competition in 
trade in marketing an unfair copy of a portable miner’s acetylene 
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lamp known as the “Baldwin” lamp. The defendant has denied 
the validity of the patent, upon the ground, as it alleges in the 
answer, that the said reissue patent and the original patent No. 
821,580 were fully anticipated in the prior art, and defendant 
denies that it has been at all unfair in its competition with the 
plaintiff in marketing a portable miner’s acetylene lamp manu- 
factured by it. 

Taking up first the question of unfair competition, the 
court has reached the conclusion that the facts and law are 
with the plaintiff. This branch of the case was before the late 
Judge Young upon a motion for a preliminary injunction, which 
motion was sustained in an opinion filed by him on January 3, 
1914. That the conclusions reached by that learned judge were 
correct appears clearly from the evidence produced at the trial. 
Some time prior to January 21, 1906, on which date there ap- 
peared in the Engineering and Mining Journal a description of 
the Baldwin lamp, the plaintiff, Frederick E. Baldwin, began to 
put out a miner’s acetylene cap lamp substantially like the lamp 
of the plaintiffs. At or about that time he entered into business re- 
lations with the other plaintiff, whereby the latter acquired the sole 
right to manufacture the said lamp in consideration of a royalty 
upon each lamp paid and to be paid to the former. There was dif- 
ficulty in introducing the lamp to the intended users. Miners 
were not familiar with acetylene, and had to be taught its uses. 
Miners’ supply stores did not carry calcium carbid. .The carbid 
on the market was usually in lumps too large for use in a cap 
lamp, and in some states mining inspectors would not permit 
the use of acetylene lamps in the mines. These difficulties, 
however, appear to have been largely, if not wholly overcome in 
mines where safety lamps are not required, and the plaintiffs 
have sold the Baldwin lamp to the number of 900,000 or there- 
abouts. The Baldwin lamp was packed in a pasteboard box with 
an extra carbid container to be substituted for the container on 
the lamp when the carbid therein should be exhausted, and 
equipped also with a wire for the purpose of cleaning the small 
opening of the gas burner, which wire was attached to a flat 
piece of metal of singular shape with a hole through it, which 
could be hung upon any one of certain metal hooks or braces 
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with which the lamp was equipped, and intended to be used for 
suspending and steadying the lamp against the cap. In the box 
with the lamp and the extra carbid container and the cleanser 
was a circular, containing printed instructions to users in four 
or five difierent languages. Some time in the early part or in 
the middle of the year 1913, the defendant began the manufac- 
ture and sale of its lamp, called herein the “Grier” lamp. That 
lamp was designed to imitate the Baldwin lamp. This conclu- 
sion cannot be resisted from a careful consideration of the tes- 
timony and of the exhibits. It is similar in design. It was 
packed in a similar box. It contained the extra carbid container. 
It contained the cleanser, even with the piece of metal attached 
thereto, with a hole in it, and it contained an almost verbatim 
copy of the circular which accompanied the Baldwin lamps. It 
is a fact that the box containing the Grier lamp has not the 
same printing upon it the Baldwin box had, and it is true that 
there appears stamped in the brass which forms part of the top 
of the Grier lamp the name “Grier Brothers, Pittsburgh, Pa.,” 
with a star, yet such stamping is on the same part of the lamp as 
the stamping of the Baldwin lamp. These variations are not 
sufficient to relieve the defendant from the charge of unfair 
competition. The defendant also has attached to the reflector 
of its lamp a small apparatus called a sparker, which will throw 
a spark and light the lamp. But this sparker is a removable 
adjunct to the lamp, and does not give sufficient identity to the 
defendant’s lamp to avoid deception. Defendant says that its 
lamp is sold, not because of its imitation of the Baldwin lamp, 
but because of the addition of the sparker. The fact is found 
to be that the sparker, while it may be a factor in inducing the 
purchase of the Grier lamp, yet it is not the chief cause. It is 
the general similarity of the Grier lamp to the Baldwin lamp, in 
connection with a knowledge of and experience with the Bald- 
win lamp, prior to the introduction of the Grier lamp, that is 
the factor in making sales of the defendant’s product. Defend- 
ant insists that the reasons for the similarity of appearance are 
inherent in the nature of the article, or in the necessary, con- 
venient, or mechanical methods and processes of manufacture. 
I cannot so find the fact to be. The mere fact that a miner’s 
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lamp must be light enough to be carried upon the cap of the 
miner; that it must be short enough to escape the roof of the 
mine; that brass is a light material and resists the action of the 
mine waters; that a reflector will more easily fit in against the 
side of an inverted cone than against some other shape, are not 
sufficient to destroy the plaintiff’s rights to the fruits of their 
labor, in the introduction of their lamp. 

Defendant offered the record of a suit instituted by the said 
Jaldwin against one Jacob Bleser in the circuit court of the 
United States for the southern district of Illinois, wherein the 
question of unfair competition, as well as the validity of patent 
No. 821,580, were both involved, and in which there was a de- 
cision that the defendant Bleser had not been guilty of unfair 
competition, and defendant offered evidence of the similarity of 
Bleser’s lamp with the lamp of the plaintiffs in the case at bar. 
This case will be referred to later in the consideration of the 
question of infringement. As the court regards it, however, it 
has no bearing upon the question of unfair competition in the 
case at bar. Even if Bleser was not guilty of unfair competition, 
and even if his acts were the same as those of the defendant in the 
case at bar, yet Bleser’s release from liability would not afford 
protection to the defendant here. However, it does not appear 
that Bleser was guilty of the same acts of which the defendant 
has been shown to be guilty in this case. The charge of unfair 
competition in that case, although raised, may not have been 
sufficiently pressed. In every aspect of the case at bar, after a 
careful consideration of the evidence and arguments, the court 
finds as a fact that the defendant has been and is guilty of un- 
fair competition and should be restrained by injunction. 


[The remainder of the opinion, relating to the question of patent in- 
fringement, is omitted. | 


Coca-CoLa Co. v. BRANHAM, et al. 





(216 Fed. Rep., 264.) 
Eastern District of Oklahoma, July 15, 1914. 
1. UNFAIR COMPETITION—SUBSTITUTION. 


Defendants sold their product to dealers only under the name 
“Koke,” but there was no proof that the defendants sold their product 
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as “Coca Cola” or that they advised their customers to do so. The 
claim of unfair competition is not established, the main resemblance 
between the products being in the color of the beverages. 
2. UNFAIR COMPETITION—IMITATION OF TRADE-NAMES. 
The complainant claimed that to its customers “Koke” was a 
common name for “Coca-Cola.” As it was not shown that the com- 
plainant itself had adopted “Koke” as a trade-name, or that the de- 


fendants used that name to deceive the public, the charge of unfair 
competition on the ground of imitation of a trade-name was not sus- 


tained. 

In Equity. On final hearing. Bill dismissed. 

Dillard & Blake, of Tulsa, Okl., for plaintiff. 

Randolph, Haver & Shirk, of Tulsa, Okl., for defendants. 

Youmans, District Judge—This is a suit in equity to enjoin 
the defendants from an infringement of the trade-name of 
plaintiff, and to prevent unfair competition. There is no evi- 
dence tending to show that defendants have been guilty of in- 
fringement of plaintiff’s trade-name. The facts with regard to 
the allegation of unfair competition are as follows: The trade- 
name of plaintiff’s product is “Coca-Cola.” The defendants pre- 
pared and sold a beverage which is called “Koke.” Both bev- 
erages are made from syrups mixed with carbonated water. 
Both are put up in bottles, and are also served by the glass at 
cold drink stands. The bottles containing Koke are a little taller 
than those containing Coca-Cola. The bottles containing each 
beverage have a tin cap over the stoppers. The words “Coca- 
Cola” and “Koke” appear in script on these tin caps. Coca-Cola 
and Koke are similar in color. Defendants sold to dealers ex- 
clusively. It appears in testimony that in some instances persons 
wanting Coca-Cola would say, “Give me a dope,” or “Give me 
a Koke.” There is also proof to the effect that two or three 
dealers in Tulsa gave Koke to their customers when they had 
called for Coca-Cola. There is no proof that the defendants 
sold Koke for Coca-Cola, or advised their customers to do so. In 
that respect this case differs from the case of Coca-Cola Co. v. 
Gay-Ola Co., 200 Fed., 720, 119 C. C. A., 164, [Reporter, vol. 3, 
p. 1]. In that case the facts are set out as follows: 


“Defendant claimed to have discovered complainant’s formula, and to 
be in fact making the same thing. It adopted for its product * * * the 
word ‘Gay-Ola.’ It proceeded to bring this product into public notice by 
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some advertising under its own name and by some other methods not 
criticized by complainant, all to an extent not distinctly shown by this 
record. Jt also wrote a series of letters to bottling companies which 
were engaged in bottling Coca-Cola, which letters were to the effect 
that it would sell the bottler Gay-Ola for a less price than he was paying 
for Coca-Cola; that the two articles were just alike, and no one could 
tell the difference ; that the bottler could, if he wished, substitute Gay-Ola 
for Coca-Cola and his patrons would never know it; that several bottlers, 
who had been handling Coca-Cola, were doing this successfully and with- 
out discovery; and that, if the bottler desired, defendant would ship 
him Gay-Ola in plain, unmarked packages, so that his dealings with de- 
fendant would not be observed. Several of the letters in the record 
are of this substantial effect, though they use different forms of expression, 
and some only by hint and innuendo convey the invitation to substitute 
and so to deceive the final purchasers. Defendant also sent letters to 
soda fountain proprietors, setting out the cheap price and the merits 
of Gay-Ola and its identity with Coca-Cola, and quoting from a testi- 
monial of a soda fountain proprietor: ‘No one can tell it from Coca-Cola, 
and I sell it for Coca-Cola, and every one says I have the best Coca-Cola 
in the city.’ On these letters, the defendant added the postscript: ‘For 
your information, beg to state that we are shipping twenty-one Coca- 
Cola bottlers. “Nuff said.”’” 


Upon those facts it was held by the Court of Appeals for the 
sixth circuit that a case of unfair competition had been made 
out in that defendant sold its product “as and for Coca-Cola.” 
Nothing appears in the testimony in this case connecting de- 
fendants with any effort to sell their product for Coca-Cola. 
There is nothing to show that they had such intention. 

In the case of Coats v. Merrick Thread Co., 149 U. S., 562, 
13 Sup. Ct., 966; 37 L. Ed., 847, the court said: 


“Rival manufacturers may lawfully compete for the patronage of the 
public in the quality and price of their goods, in the beauty and taste- 
fulness of their inclosing packages, in the extent of their advertising, 
and in the employment of agents, but they have no right, by imitative 
devices, to beguile the public into buying their wares under the impres- 
sion they are buying those of their rivals.” 


That was a suit charging unfair competition in the manu- 


facture and sale of thread. It appeared in evidence that dealers 
had delivered to purchasers the thread of the defendants when 
they had been asked for that of plaintiff. On that point the 
court said: 

“We think the defendants have clearly disproved any intention on 
their part to mislead the dealers who purchase of them. Indeed, such 


dealers could not possibly fail to know what they were buying, and the 
fraud, if any, was practiced on the buyer of a single or a small number 
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of spools, who might be induced to purchase the thread of the defend- 
ants for that of the plaintiffs.” 


Further in the opinion the court said: 


“If the purchaser of such thread desires a particular make, he should 
either call for such, in which case the dealer. if he put off on him a 
different make, would be guilty of fraud, for which the defendants would 
not be responsible, or should examine himself the lettering upon the 


spools.” 

It is true that it appears in testimony that it is the custom 
of dealers, in serving the two beverages, to remove the tin caps 
from the bottles, so that the purchaser does not see the name 
thereon, but that would be true as to any beverage of like or 
similar color to Coca-Cola. According to the testimony of plain- 
tiff’s agent, there are 181 beverages having practically the same 
color as Coca-Cola. Defendants cannot be held responsible for 


what their customers did without aid, suggestion, or inducement 
from them. 


Plaintiff also argues that ‘““Koke” has become the “secondary 
name” of its product, because it appears from the proof that 
some persons desiring that product say to the dealer, “Give me 
a Koke.” A trade-name may be acquired by adoption or user. 
In their brief, counsel for plaintiff quote the following from 38 
Cyc., 765: 


“Trade-names are acquired by adoption and user and belong to the 
one who first used them and gave them a value.” 


3ut plaintiff has never used the word “Koke” in connection 
with its product. It has taken 


and used the name Coca-Cola. 
The use of the word “Koke,” as 


applied to the product of plain- 
tiff, has been, so far as the testimony shows, by persons upon 
their volition without being moved thereto by defendants. If the 
use of the name had been observed by defendants, and it was 
afterwards adopted by them with the purpose and intention of 
taking advantage of that fact and to engage in the manufacture 
and sale of a beverage and call it “Koke,” and sell it “as and for 
Coca-Cola,” then a case of unfair competition would undoubtedly 
be made out. 


Assuming that there is such a thing as a secondary trade- 
name, the right to its exclusive use must depend upon adoption 
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473 
and use, just as in the case of a primary name. There is such 
a thing as a name having acquired a secondary meaning. Elgin 
National Watch Co. v. Illinois Watch Case Co., 179 U. S., 665; 
21 Sup. Ct., 270; 45 L. Ed., 365; Bates Mfg. Co. v. Bates Num- 


» </ 

bering Machine Co..(C. C.), 172 Fed., 892. But the facts in this 
case do not call for an application of that rule. The relief sought 
here is the prohibition of the use of a name that the defendants 
have neither adopted nor used. There is nothing to show that the 
defendants were using the name for the purpose of selling the 
beverage manufactured by them for Coca-Cola. 

The temporary restraining order will be dissolved, and the 
plaintiff's bill dismissed. 


GutTH CHOCOLATE COMPANY Vv. CHARLES G. GUTH. 
(215 Fed. Rep., 750.) 
District of Maryland, June 2, 1914. 


I. SURNAMES AS TRADE-MarKs. 

Exclusive use of a surname as a trade-mark cannot be claimed, 
even by one whose goods have acquired a valuable reputation in con- 
nection with his name. Use of the surname by others of the same 
name will be allowed, however, only if it be so employed as to avoid 
confusion of the public. 

2. SURNAMES—CONTRACTS OF SALE AS TRADE-NAMES. 

Where a man’s name has received a secondary meaning through 
use on goods manufactured by him, a contract for the sale of the 
exclusive use of his name in connection with the sale of the business 
is enforcible, if evidence clearly shows the making of such a contract. 

3. SURNAMES AS TRADE-MARKS—EFFECT OF SALE. 

Where a manufacturer conveys the right to the use of his name 
as a trade-mark, he conveys merely the exclusive right to affix or at- 
tach that name to goods or to their containers, because the uses in- 


dicated are the only means of acquiring trade-mark rights. Hence 
he does not estop himself from using his name otherwise in busi- 


ness. 
4. UNFAIR COMPETITION—CONTRACT OF SALE OF SURNAME—INJUNCTION. 


Where a manufacturer has caused his name to be associated with 
his goods in the mind of the public, and he has sold the right to use 
his name in connection therewith, he will be restrained from any further 


use of his name upon goods of this nature or upon their containers. 


In Equity. On final hearing. Decree for complainant. 


Marbury, Gosnell & Williams and George Weems Williams, 
all of Baltimore, Md., and Laurence A. Janney, of Bos- 


ton, Mass., for plaintiff. 
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Richard B. Tippett, E. Walton Brewington, and George W. 
Lindsay, all of Baltimore, Md., for defendant. 

Rose, District Judge.—Plaintiff asks that the defendant be 
restrained from using the name “Guth” in the sale of candies 
and from doing in his competition with it certain other things 
which it says are unfair. 

It is a Delaware corporation ; the defendant a Maryland citi- 
zen. Since he was 14 he has been a maker of candy. Until 1889 
he was employed in various candy factories, presumably in sub- 
ordinate positions. About that time he started in business for 
himself in Trenton, N. J. His capital was limited. 


was on a very small scale. It soon came to grief. 


His venture 
He moved to 
this city. He believes that up to that time chocolate candy had 
not been manufactured in Baltimore. He says that he succeeded 
in convincing others that it could be here profitably made. He 
organized, or helped to organize, the Headley Chocolate Com- 
pany. It speedily built up a large business which it apparently 
still retains. After the great fire in Baltimore in February, 1904, 
he severed his connection with it. With the financial assistance 
of other persons, he organized a new corporation under the laws 
of Maryland. From that time on he appears to have done his 
best to make his surname prominent in the candy trade. He 
called the new company the “Guth Chocolate Company of Balti- 
more City.” He determined that “Guth” should be the trade- 
mark of the new business. An expert in such matters was com- 
missioned to prepare an artistic and striking embodiment of that 
word. A comparison of this design with the ordinary signature 
of the defendant shows that the former was suggested by the 
latter. There are many differences in detail. Nevertheless, 
unmistakably the one was kept steadily before the eye of the de- 
signer of the other. He did for a somewhat work-a-day signa- 
ture what a portrait painter who knows his business usually does 
for a commonplace countenance. You can see the likeness. 
Nevertheless, if you are a candid critic, you can point out the 
respects in which the artist has greatly improved upon the orig- 
inal. The design as made and accepted was used in every way 
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in which the family pride and the advertising instinct of the de- 
fendant could find opportunity to employ it. The company made 
some candies for jobbers who each had his own brand. These 
of course were labeled as their owners directed. The bulk of the 
company’s products were sold as its own. On every package of 
them the word “Guth” was imprinted or embossed. On each 
piece of the more expensive kinds of chocolate made by it the 
name was impressed, and it was displayed on the little paper cups 
in which each individual chocolate was packed. It appeared on 
the company’s stationery and in all its advertising literature. The 
defendant says his idea was to have the public recognize the 
brand of goods by that name in the characteristic script. The 
company spent $100,000 in advertising. It built up a large busi- 
ness. It started retail stores in Baltimore and in several other 
cities. The defendant says that he or it, for he does not instinc- 
tively distinguish between the individual and corporate person- 
ality, was the first to put out candies to be retailed at $1 a pound. 
His judgment, he thinks, has found vindication in the fact that 
there is now a demand for candies selling as high as $1.50. He is 
not unnaturally proud of his accurate forecast of the possibilities 
of the market. Some of those who are embarrassed by the high 
cost of living may not be grateful to him for creating a taste for 
so expensive a luxury. The circumstance has here significance 
merely because it shows how generally and favorably the name 
“Guth” became known to the sellers and consumers of candy. In 
spite of, or perhaps because of, the rapid extension of its busi- 
ness, it put a greater strain upon its financial resources than they 
could bear. A state court receivership followed. For a while it 
was supposed that its difficulties would be but temporary, and that 
its creditors would lose little. As time went on it was found that 
this hope was illusory. The company had much money invested 
in its plant and machinery. These were installed in a rented 
building. If they were moved, a large part of their value would 
be destroyed. It had on hand candy boxes, stationery, etc., which 
the defendant says cost it $20,000. If it had continued in business 
they would have been worth that sum to it. All of them, how- 
ever, bore the name “Guth.” They were valueless to any one 
who did not want to use that word as one of the trade-marks or 
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trade-names of his business. It became obvious that the only pos- 
sible purchaser was some one who wished to continue to sell 
candies as Guth’s. 

The defendant arranged for the organization of a new com- 
pany—the complainant. The phrase “of Baltimore City,” which 
the Maryland corporation law, as it then stood, had required to 
be a part of the corporate title of the old concern, was in ordinary 
speech omitted. It had been universally known as the Guth 
Chocolate Company. The new venture was to bear the same title. 
The first company had been organized under the laws of Mary- 
land. The second was formed under those of Delaware. In 
March, 1909, plans for the transfer of the business from the old 
to the new corporation were consummated. The latter was in- 
corporated. The defendant offered the receivers $16,000 in cash 
and a release of his $4,000 claim for salary for the “factory, ma- 
chinery, fixtures, and equipment located at 30 South Calvert 
street, Baltimore, together with all boxes, labels, trade-marks, 
good will, name of the company, raw material, and manufactured 
goods on hand.” With the approval of the court, the receivers ac- 
cepted the proposal. The sale was duly ratified on March 25, 
1909. At a later hour on the same day the complainant’s direc- 
tors held their first meeting. To them the defendant, acting, as 
he stated, for himself and his associates, proposed in writing to 
sell “the factory and all the machinery and equipment contained 
in the building 30 South Calvert street, Baltimore, Md., together 
with all labels, boxes, packing material, manufactured goods, and 
appurtenances necessary and now contained in said factory as 
per schedule attached hereto, together with the good will and the 
use of the name ‘Guth’ for the purpose of manufacturing and 
selling candies under the Guth label; also the complete formulas 
for manufacturing the Guth chocolates, bonbons, and fancy 
candies, together with any improvements or changes that might 
be made from time to time in said formulas. Said offer to in- 
clude all the property, rights, and privileges lately acquired from 
the receivers of the Guth Chocolate Company of Baltimore.” All 
that he bought from the receivers he expressly sold to the plain- 
tiff. His counsel suggest that he sold nothing else. If they are 
right, he obtained for a salary claim of $4,000 against the old 
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concern $1,000 in cash and $83,000 of the common stock of the 
company. The plaintiff gave him in money $17,000, or $1,000 
more than his cash payment to the receivers. He gave the latter 
nothing else except the release of the salary claim. He received 
from the plaintiff $83,000 of its stock. 

Individuals or groups of individuals often act as mere con- 
ductors through which property instantaneously passes from one 
party to another. Not infrequently they make on paper at least 
even greater profits than those obtained by the defendant. Such 
transactions are so common that they usually give occasion for 
nothing more than a passing comment. They are, however, 
worthy of that notice. In this case what was done would have 
deserved that much attention even if the facts were as the de- 
fendant’s counsel supposed them to have been. 

Unquestionably defendant did undertake to sell all that he had 
bought. His offer was expressly “to include all the property, 
rights, and privileges” he acquired from the receivers. Quite as 
clearly he did not attempt to transfer any tangible property other 
than that which the judicial sale had given him. From the re- 
ceivers he obtained “the factory, machinery, fixtures, and equip- 
ment located at 30 South Calvert street, Baltimore, together with 
all boxes, labels, * * * raw material, and manufactured 
goods on hand.” He conveyed to the plaintiff “the factory and all 
of the machinery and equipment contained in the building 30 
South Calvert street, Baltimore, Md., together with all labels, 
boxes, packing material, manufactured goods, and appurtenances 
necessary and now contaired in said factory, as per schedule at- 
tached.” 

The phraseology differs somewhat. The things conveyed are 
the same. Did he in like manner restrict the intangible rights he 
assumed to sell to those which he had bought? The receivers gave 
him the good will of the old business. That, in so many words, he 
passed over to the plaintiff. They sold him the “trade-marks” 
and “name of the company.” He did not specifically mention 
these in his assignment to the plaintiff. They passed under the 
general clause by which he conveyed all that he had obtained from 
the receivers. The new company was apparently not content to 


let its rights rest entirely upon more or less vague language. In 
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his proposal to it he offered ‘‘the use of the name ‘Guth’ for the 
purpose of manufacturing and selling candies under the Guth 
label.” The products of the old company had been sold as Guth 
candies. Whatever other trade-marks it once had were of minor 
value, even if any of them were at that time still in use. It was 
as Guth’s that its goods were known in the market. The organ- 
izers of the plaintiff might well have questioned whether a con- 
veyance of the trade-marks of the old concern would give them 
the desired rights in the vitally necessary name. 

Had the first company acquired a valid trade-mark in it? 
Surnames are ordinarily not subject to exclusive appropriation as 
trade-marks. This had not been used as such for ten years next 
preceding the enactment of the Trade-Mark Act of 1905 (Act, 
Feb. 20, 1905, c. 592, 33 Stat. 724). Even if it had been, 
the supreme court had not then handed down its opin- 
ion in Davis Mfg. Co. v. Davids, 233 U. S., 461; 34 
Sup. Ct., 648, [Reporter, vol. 4, p. 175]. In so import- 
ant a matter there was no reason to take any chances. All 
that the receivers had sold to the defendant the new company 
took. It was dealing, however, with him. In the name “Guth” he 
might have an individual property. The new company wanted all 
the rights that the old or the defendant, or both combined, could 
confer upon it to the “use of the name ‘Guth’ for the purpose of 
manufacturing and selling candies under the Guth label.” It de- 
sired something else. It needed the formulas used in making 
Guth chocolates, bonbons, and fancy candies. Perhaps the old 
company owned them; perhaps it did not. There is no evidence 
on the subject. In the transfer from the receivers nothing had 
been said about them. In any event, the defendant knew them. It 
was highly desirable from the plaintiff’s standpoint that it should 
acquire the right to appropriate any improvements which he 
might subsequently make in them. He undertook to transfer all 
of such formulas “together with any improvements or changes 
that might be made from time to time” in them. 


It is clear that, while the defendant was a conduit through 
which much of the property of the old company passed from it to 
the new, he was something more. He gave to his new creation 
more than he had received from its predecessor. 
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Defendant in his answer says that the word “Guth” was used 
in the candy business by others than either the defendant or the 
plaintiff and its predecessor. The old company had owned and 
operated retail stores in Baltimore and in other cities. It organ- 
ized a subsidiary company under the laws of Illinois. In accord- 
ance with the fixed policy of defendant and of the old company, 
the stores were called by his name. The Illinois corporation was 
the Guth Incorporated Company. All these concerns sold, under 
the Guth label, chocolates made by the Maryland corporation. De- 
fendant did not buy either these stores or the stock of the Illh- 
nois subsidiary. The receivers sold them to other parties. When 
the answer was prepared, defendant seems to have thought that 
the purchasers had acquired the right to use the name “Guth.” 
He has offered no evidence to sustain such contention. The testi- 
mony seems to show that none of them asked for or obtained any 
other right than to continue to call their stores Guth and to use 
that name on other candies made by them so long as they pur- 
chased all their chocolates from the plaintiff. It will be un- 
necessary to take further notice of this defense. 

The defendant was the first president of the plaintiff. He 
held that office until the 28th of July, 1913. During that period 
of some four years and four months its business was actively 
pushed. He took personal charge of the preparation and circula- 
tion of its advertising literature. He wrote most, if not all, of it. 
What was not of his own composition received his approval before 
it was issued. He identified himself with the company, or it would 
be more accurate to say he identified the company with himself. 
Thus, at the plaintiff’s expense, there was issued at more or less 
regular intervals a sheet called the “Guth Chocolate Man.” It 
stated that it was published by Charles G. Guth, president of the 
Guth Chocolate Company, Guth Building, Baltimore, Md. In 
it are to be found such phrases as these: 


“Most novel offer / ever made you.” 

“IT spend more time, money and real labor,” etc. 

“T do not offer same old thing.” 

“This Easter my selection,” etc. 

“The famous House of Guth guarantees each piece.” 


The first page of the issue for March 1, 1912, is taken up 
with: 
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“Easter Greetings. 
“To My Friends—The Druggists.” 


In it he tells them: 


“But you and J have a reputation to maintain and to build. J have 
put into this offer my best thought and knowledge of the druggists’ candy 
problems. / know them from personal experience and from personal 
first-hand knowledge of druggists just like you all over this broad land. 
J am proud of every box of candy that bears the name of Guth. J am 
proud of the druggists who sell my candy. Druggists who sell Guth 
candies are steady customers, because they have steady customers. Neither 
they nor / worry about mere price competition.” 


To this is appended a facsimile of the defendant’s full signa- 
ture “Charles G. Guth” as it now appears on the boxes of candy 
which plaintiff says infringe upon its rights. 

Defendant freely used the facsimile of his signature in the 
plaintiff’s advertisements, which he spread broadcast over the 
land. From them it seemed that the defendant bore to the 
plaintiff the same relation which Louis XIV thought he did to 
France. Defendant is now competing with the plaintiff. The 
advertising methods used while the former was managing the 
latter make it hard to keep the buyers of candy from confusing 
the goods of the one with those of the other. 

Apparently plaintiff had at no time, since defendant’s con- 
nection with it, attempted to sell its products to all or even to 
many of the retailers of candy in any particular town. It per- 
ferred to get one, or at most a very few, establishments in each 
place to take what it called Guth agencies. The so-called agent 
bought his candies outright, but so long as he ordered what 
seemed to the plaintiff a reasonable quantity, it would not sell 
to any other storekeeper in his city or town. In most places the 
purveyors of its candies were druggists. The bulk of its trade 
was in 8o-cent and $1 chocolates; that is, in relatively high- 
priced candies. The demand for these was in most cases larg- 
est among the patrons of the more prominent drug stores. Its 
effort, therefore, was to get the leading druggist, or one of the 
leading druggists, in each city or town to handle its goods. In 
this it appears to have had a fair measure of success. 


The plaintiff had both preferred and common stock. The 
former had no voting powers. There were outstanding 1,000 
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shares of common stock of the par value of $100 each. Eight 
hundred and thirty of these were at its organization issued to 
the defendant in part payment of the property and rights he 
then transferred to it. He says that at that time he retained 
only 100 of them for his own use. He subsequently acquired 
others. By the beginning of 1913, if not before, he held a 
majority of all the plaintiff’s common stock and was in undis- 
puted control of it. At that time the United Drug Company, 
a Massachusetts corporation, appeared upon the scene. It had 
sought to sell some of its stock to a prominent druggist in each 
city and town in the country. If he bought, he was given in 
that place the exclusive agency for the company’s products. 
Some thousands of druggists scattered all over the land were 
among its stockholders. It so happened that an appreciable 
number of these were also agents or customers of the plaintiff. 
For that or other reasons it early last year sought to obtain all 
the common stock of the latter. In February, 1913, it made an 
agreement to buy defendant’s. He undertook to procure for it, 
in addition to his own shares, 44 of those then held by some 
other persons. About the same time it bought the stock of the 
only other holder. It became the owner of all the common 
stock of the plaintiff. In the final form which the transac- 
tions between the defendant and the United Drug Company 
took, he sold it 553 shares of the plaintiff’s common stock held 
personally by him for $65,000 in cash and the transfer to him 
of 350 shares of the plaintiff's preferred stock. He turned over 
to the purchaser 44 shares of plaintiff’s common stock which he 
had obtained from other persons at the price at which he paid 
for them, viz., $100 per share, or $4,400 in all. At the time 
both parties doubtless assumed that the plaintiff’s preferred 
stock was worth par. The United Drug Company therefore 
supposed it was paying the defendant $104,400 for 597 shares 
of common stock, or, at the rate of $174.80 a share. He says 
that, after severing his connection with the plaintiff, he found 
it necessary to realize upon its preferred stock, and he was able 
to obtain only $65 a share for it. 

Taking the preferred stock at the time of the transfer to 
have been worth only what he subsequently obtained for it, the 
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United Drug Company paid for the common stock $154.35 a 
share. At that time the book value of such stock was $130.19 a 
share. Forty-nine dollars and sixty-nine cents a share of this 
was represented by the value at which the trade-marks, form- 
ulas, etc., were then carried on the plaintiff’s books. The de- 
fendant says that the large earnings of the plaintiff, rather than 
the supposed worth of its property, induced the United Drug 
Company to pay the price it did. However that may be, the 
defendant received about twice as much as his proportion of 
the tangible assets of the plaintiff were worth. 

The United Drug Company, though it owns all the common 
stock of the plaintiff, is not a party to this suit, and perhaps 
could not become one. It still remains true that, when it was 
bargaining with the defendant for his stock, he furnished it 
with a statement of the plaintiff’s financial condition. If the 
price he asked and received tends to show that he then by what 
he did, if not by what he said, represented the plaintiff to be the 
owner of something else than its chattels and choses in action, 
it may be material. It would, however, not be safe to infer 
much from what was then done. 

In the language of Lord Macnaghten in Reddaway vy. Ban- 
ham, Law reports (1896) Appeal Cases, 7, “cases of this sort 
must depend upon their particular circumstances. The facts 
of one case are little or no guide to the determination of an- 
other.”” Not much harm will be done if the trial judge recites 
facts which may be ultimately held immaterial. A good deal 
may be caused by his omission of something which an appellate 
court might, if brought to its attention, consider significant. 

It was not the intention of the parties that by the sale of 
his stock defendant should sever his connection with the plain- 
tiff. He retained its presidency. He continued by circulars, 
letters, and other ways to push the sale of its products. The 
drug stores which were conducted by the stockholders of the 
United Drug Company were called Rexall Stores. Their pro- 
prietors Rexallites. Under date of May 16, 1913, he sent a cir- 
cular letter to each of the some thousands of such proprietors. 
To this letter he appended the facsimile of the same signature 
which he has now adopted as the trade-mark of his new busi- 
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ness. The circular is in style like the others from which quota- 
tions have been made. In it his personality and that of the com- 
pany are made almost interchangeable. Relations between him 
and the representatives of the new owners of the plaintiff’s 
stock soon became somewhat strained. There had been friction 
even before the purchase was consummated. The agreement 
between the defendant and the United Drug Company was 
made.in February, 1913. It claimed that it dealt upon the as- 
sumption of the accuracy of a statement of the financial condi- 
tion of the plaintiff then shown it by him. The facts which sub- 
sequently came to its knowledge it said showed that in mate- 
rial respects this statement was erroneous. The dispute was ad- 
justed by his abating $40,000 of the price which by the Febru- 
ary agreement he was to receive. The consideration paid him 
was thus reduced to the figures heretofore stated. It is proba- 
ble that some natural dislike, if not distrust, resulted. This 
might have been lived down. The defendant had, however, 
been used to a very free hand in the management of the busi- 
ness. He had acted as he thought best. It was in the nature of 
things that strangers, who had at a large price acquired all the 
stock of the company, should expect to be consulted as to 
what was being done with it. It was equally inevitable that 
any limitation on the freedom he had heretofore enjoyed should 
prove irksome to him. On July 28, 1913, he resigned as presi- 
dent of the company and left its employ. He subsequently sold 
his holdings of its preferred stock and severed his connection 
with it. He at once began arrangements to go again into the 
candy business. Some five weeks after his resignation he was 
the principal figure in organizing another Delaware corporation 
under the name of the Chocolate Products Company. He holds 
something more than three-fourths of its stock. Some of its 
advertising literature has been introduced into the record. It in- 
dicates that in this latest company he is, as he was in the com- 
plainant and its predecessor, the principal, and indeed the only, 
personality in evidence. It appears to have begun the business 
of making and selling chocolates as early as November 1, 1913, 
for on the 19th of that month it filed an application for the 
registration of the autograph signature of the defendant as its 
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trade-mark. The defendant then made affidavit that the mark 
in question had been continuously used in its business since the 
first of the month. The defendant says that none of the choco- 
lates manufactured by the Chocolate Products Company were 
made according to the formulas which had been used by the 
complainant. He says that he invented new recipes therefor. 
During the past winter defendant prepared and caused the 
Chocolate Products Company to issue 50,000 copies of a cir- 
cular. In it, among other things, it was said: 


“That our president, Mr. Charles G. Guth, is acknowledged the great- 
est chocolate expert in the world and devotes his entire time to the 
manufacture of our goods. Mr. Guth for the past ten years was presi- 
dent and general manager of the Guth Chocolate Company and originated 
the famous Guth chocolates which are now sold all over the world at 
$1 a pound.” 


He prepared another circular letter to be addressed to an in- 
dividual in each city or town in which he desired to establish 
an agency for the sale of the candies. It bears date March gth 
last. In it he said: 


“T am about to place on the market the finest line of 80-cent per 
pound chocolates,” etc. “They will be put out under my individual name 
as chocolates by Charles G. Guth. I am using my full individual name 
in order that the public may not confuse my products with those of the 
Guth Chocolate Company, as I have sold all my interest in that company 
and have no connection whatsoever with the same. I am about to appoint 
one agent in every town for the sale of chocolates by Charles G. Guth. 
My reputation will stand behind every box that is sold, and, if you 
desire to have the agency for the sale of chocolates by Charles G. Guth for 
the city of —-——, please advise me at once.” 


Only some 500 of these were sent out before the filing of 
the bill in this case. Some 5,000 of another circular addressed 
to buyers of candy and signed “Charles G. Guth, President,” 
were issued. This circular, among other things, said, “Here are 
the best candy values I ever made.” From Dun’s and Brad- 
street’s he took a list of all the druggists, fancy groceries, de- 
partment stores, and jobbing confectioners with satisfactory 


ratings. They numbered in all about 40,000. He sent circulars 
to all of them. 


The larger part of plaintiff’s business has always been the 
manufacture and sale of chocolates which retail at 80 cents and 
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$1 a pound, respectively. Upon the packages containing the 
former, the word “Guth” appears. On those in which the latter 
was offered for sale, the word “Guth” was preceded by the prepo- 
sition “by” in its French form of “Au.” This word, as it ap- 
peared on the boxes in which the candy was contained, was in 
the same form of script in which the word “Guth” was exhib- 
ited; that is to say, the packages of $1 chocolates were marked 
“Au Guth.” <A number of the witnesses refer to those choco- 
lates as “Au Guth” candies. The defendant is not now offering 
any $1 a pound chocolates. The plaintiff complains of the way 
in which he is putting on the market chocolates which are to be 
sold at 80 cents a pound. Their candies had long been known 
as Guth chocolates. On the outside of his packages appears in 
the facsimile of his own writing, “Chocolates by Charles G. 
Guth.” Upon them also appears a crest. These boxes of “Au 
Guth” chocolates are similarly adorned. The color scheme of 
the two crests are not unlike. In each of the crests the colors 
used are not unlike. In each of the crests the colors used are 
red, green, and gold. They would not seem similar to an 
heraldic expert, except that from his standpoint neither would 
in all probability be in accordance with the rules of heraldry. 
No one having the two side by side would for a moment confuse 
them. Crests are common adornments of boxes of high-grade 
candies. All that can be said is that plaintiff and defendant 
both use crests. The combination of colors is about the same. 
A purchaser, who would otherwise be likely to confuse the two 
packages, will not be kept straight by the difference in the crests. 

The chocolates defendant puts out under his name are 
manufactured by the Chocolate Products Company. He has 
told that fact to the trade. The packages are the only things 
which usually come before the eye of the ultimate purchaser. 


There is on them absolutely nothing to indicate that there is 


or ever was any such concern as the Chocolate Products Com- 
pany. The defendant’s own name, Charles G. Guth, is all that 
appears. It is used at least four, if not six times on or in every 
box. On the top of the package is “Chocolates by Charles G. 
Guth.” When the box is opened, the same words appear im- 
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pressed upon a piece of tin foil covering the top layer of can- 
dies. On the inside of the top is to be found the statement: 


“T guarantee these delicious chocolate confections to be the purest 
and finest that can possibly be produced regardless of price.” 


Then follows a facsimile of his signature “Charles G. 
Guth,” and below that the statement: 


“None genuine without the full facsimile signature of Charles G. 
Guth, Baltimore, Md., U. S. A.” 

Sometimes the boxes are covered with transparent paraffin 
paper, which is kept in place by one or more seals, on each of 
which appears “Chocolates by Charles G. Guth” in a diminutive 
facsimile of his handwriting. Defendant says that no appreci- 
able number of persons would confuse his package with the 
package of the plaintiff. He produces various witnesses who 
so testify. All of them have had considerable experience in 
candy selling, some of them a great deal. They say that the dif- 
ference in shape between the plaintiff’s and defendant’s boxes 
will sufficiently distinguish the goods. The box in which, until 
recently, plaintiff has marketed his chocolates is a third shorter 
than defendant’s; defendant’s is only two-thirds as high as 
plaintiff’s. This evidence would be more persuasive if plaintiff 
had always used the same shape of box for all its products. It 
has not done so. Defendant himself, while in control of the 
plaintiff, prepared a circular which he called “The Sweetest 
Story Ever Told.” 
sumers of candy. 
distributed. It contained cuts of packages used by the plaintiff. 
They are shown in widely different shapes and sizes. The one 
thing which they have in common is that each and all have the 
word “Guth” in its characteristic script. 


It was intended for circulation among con- 
He says about a million copies of it were 


Until the summer of 
1913 it is true that ordinarily the plaintiff’s chocolates were 


_ sold in boxes of the size and shape of which the defendant’s 


witnesses speak. It is equally well established that before the 
defendant left plaintiff’s employ it had begun to put out choco- 
lates in a box which was slightly longer and slightly lower than 
that which defendant uses. Defendant’s box is in shape, there- 
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fore, nearer to either plaintiff’s old box or to plaintiff’s new box 
than either of them is to the other. At the time plaintiff made 
up its mind to use another style of box it does not appear that 
either defendant or any one else supposed that the change would 
injuriously affect its trade. It has been customary for the 
plaintiff to have on its boxes of 8o0-cent chocolates a blue label 
of attractive design upon which the word “Guth” in the usual 
form and the word “chocolates” appear. Defendant’s witnesses 
say that the absence of this label will at once attract attention. 
The plaintiff put out other boxes of other kinds of candies which 
either did not contain any label at all or a label of another 
color. 

Plaintiff has its experts also. It puts on the stand such wit- 
nesses who swear that the buyer of candy will inevitably con- 
fuse defendant’s chocolates with those of plaintiff's. They say 
that unscrupulous retailers will have little difficulty in selling 
one for the other. These witnesses have also sold much candy 
at retail. One of them emphasizes his conviction by the state- 
ment that 80 per cent. of the expensive candies are sold to men. 
From the depth of his experience he adds, “Women are the 
shrewdest shoppers, and men are the most easily buncoed.” 

For one set of experts to swear against another is common 
enough. In such cases the court is usually very little helped by 
anything they came on the stand to tell. Occasionally, accident- 
ally, or incidentally something comes out which does throw light 
on some issue to be decided. Defendant himself tells a story 
which shows that, if such an article of candy once becomes 
known to the purchasing public by such a name as “Guth,” no 
difference in the style, appearance, or legends upon the package 
will prevent confusion. 

The first Guth Chocolate Company, the Maryland corpora- 
tion, which subsequently went into receivers’ hands, put out 
60-cent chocolates. These it called “Guth Gold Medal Choco- 
lates.” The words “Guth Gold Medal Chocolates” were promi- 
nently displayed on the box in which the candy was offered for 
sale. They were inclosed in an oval made up of representations 
alternately of the obverse and reverse side of medals of the 
color and of about the diameter of a gold dollar, The appear- 
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ance of these boxes differed widely from that of those in which 
the 80-cent goods were sold. The distinction was further ac- 
centuated. An actual metallic disc or medal was fastened to the 


60-cent chocolates and sold with it. . Nevertheless purchasers 


so confused the two kinds that the company was forced to aban- 
don altogether the sale of the gold medal variety. 


Plaintiff's 80-cent and $1 chocolates have always been dipped 
by hand. This has heretofore been true of all the high-grade 
chocolates. The cheaper grades have been machine dipped, as 
are defendant’s. He says that they are all the more wholesome 
for that. They, however, show some of the characteristic signs 
of machine-made goods. To the extent that they do, they resemble 
the poorer qualities which have heretofore been marketed. Pur- 
chasers who buy the candies for those of plaintiff may be led to 


suppose that the latter is not now making as fine goods as it 
formerly did. 


There is some testimony that defendant’s goods have al- 
ready been confused with those of plaintiff’s. There is not a 
great deal of it. Plaintiff filed its bill before much of defend- 
ant’s candy had been offered for sale at retail. In so doing it 
acted in accordance with the view of Lord Blackburn, when he 
observed that: 


“Plaintiffs judged it necessary to proceed without waiting until actual 
deceit was proved, and I think they judged rightly, for, as Lord Justice 
James said (13 Chancery Division, 464), the very life of a trade-mark 
depends upon the promptitude with which it is vindicated.” 
Ewing, Law Reports, House of Lords, 7 


7 Appeal Cases, 219. 

The wisdom of so acting has been illustrated in this case. 
Defendant hardly denies that plaintiff is entitled to some relief. 
He admits that perhaps in some respects he has not been as 
careful as he might have been so to exercise his rights as not un- 
necessarily to infringe upon those of plaintiff. He says that, 
if such be the case, he has gone astray through carelessness and 
inadvertence and not with evil intent. 

The temporary restraining order has been interposed before 
much harm has been done to the plaintiff and before such an 
order could damage defendant, as it would if he had already 
built up a large trade in goods presented to the public in a guise 
which he was subsequently forced to abandon. To use a phrase 


Johnston v. 





GUTH CHOCOLATE COMPANY V. CHARLES G. GUTH 489 


of late on many tongues, the plaintiff has sought and obtained 
the assistance of the court before the eggs have been scrambled, 
perhaps before they had even been badly cracked. 

Yet there is evidence that defendant has caused confusion. 
He has told the trade that he is no longer in the employ of the 
plaintiff. He has clearly stated to the retailers that his choco- 
lates are now made by the Chocolate Products Company, and 
that such company has no connection with the plaintiff. It is 
hard to get people to understand. It appears that even proprie- 
tors and clerks of some stores which had been in the habit of 
selling plaintiff’s Candies did not yet appreciate that defendant’s 
were not plaintiff's. Many who do know the situation will not 
feel that they are doing anything very wrong or perhaps any- 
thing wrong at all if they hand a customer who asks for Guth’s 
chocolates a package of defendant’s. The latter they would 
say is Guth’s. One who speaks of the administration of Adams 
may have in mind either that of the second or of the sixth Presi- 
dent. One of the plaintiff’s witnesses in each of two southwest- 
ern cities sent into a drug store for a pound of Guth’s chocolates. 
In each case he received a box of defendant’s. Retailers have a 
strong inducement to sell defendant’s goods instead of plaintiff’s. 
They can get them at least 10 per cent. cheaper. They both 
retail at 80 cents. 

It further appears from the testimony of one of defendant's 
own salesmen, when he was examined as a witness for him, that 
he usually tried, before going elsewhere, to get the man who sold 
plaintiff's candies to undertake the selling of defendant’s. When- 
ever such efforts were successful, many of the ultimate consum- 
ers would inevitably obtain defendant’s goods without learning 
that they were not the same they had frequently bought. 

In considering how serious may be the possibility of con- 
fusion, the nature of the article dealt in must be borne in mind. 
Those who are minded to buy pianos, steam boilers, safes, type- 
writers, sewing machines, or farm wagons are likely to make 
some more or less careful inquiry as to what they are getting. 
The matter is important enough to make it highly probable that 
they will read and understand anything which may appear upon 
the article or in the circulars or advertisements in which it is 
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habitually offered for sale. The case is different with compara- 
tively cheap products, such as of food or drink, which perish 
in the using. It was one of such, viz., ales, that Lord Macnagh- 
ten spoke. He said that if, in the case before the House of 
Lords, the defendant had been required to distinguish his ales 
from those of the plaintiff, he “could not have used the term 
‘Stone Ales’ at all. It would have been impossible for him to 
have called his ale Stone Ale and to have distinguished his ales 
from those of the plaintiff. Any attempt to distinguish the two, 
even if honestly meant, would have been perfectly idle. Thirsty 
folk want beer, not explanations. If the public get the thing 
they want, or something near it, and get it under the old name. 
the name with which they are familiar, they are likely to be 
supremely indifferent to the character and conduct of the brewer 
and the equitable rights of rival traders.” Montgomery v. 
Thompson, Law Reports (1891) Appeal Cases, 217. 

To be of any use, the explanation must be made when and 
as each sale takes place. Unless it appears upon the goods or 
upon the packages in which they are sold, it will seldom be 
made at all. Defendant’s boxes tell nothing as to his changed 
relations. On them Charles G. Guth takes the place of Guth. 
That is all. To most purchasers such a substitution suggests 
nothing. It is possible, rather than probable, that some may 
suppose that it has significance. What, they cannot tell. On 
defendant’s boxes his name is the only identifying word. ‘Those 
who want candy are not likely to remember his Christian name, 
much less to repeat it. They will call his candies Guth’s because 
there is nothing else they can call them. The harm done the 
plaintiff will not stop here. Defendant’s candies are so put 
upon the market that many who want plaintiff’s will suppose 
that the only way to be sure of getting them is to buy what will 
in fact be defendant’s. The statement in his boxes that “none 
are genuine’ without his full facsimile signature suggests that 
his alone are the original, the plaintiff’s, imitations. 

In most trade-mark cases both parties have equal rights 
to make, if they choose, the same goods in the same way. Such 
is not the case here. It is true that neither plaintiff’s candies nor 
its ways of making them are patented. They are made accord- 
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ing to secret recipes. Defendant sold these formulas to the 
plaintiff. Any one who can, without breach of personal faith, 
find out how to make them may do so without plaintiff’s leave 
or license. Defendant may not. He sold those formulas to the 
plaintiff. Fowle v. Park, 131 U.S. 88, 9 Sup. Ct. 658, 33 L. Ed., 
67. He says he does not make them. In his assignment to the 
plaintiff he included all improvements which might thereafter 
be made in the formulas transferred. He explains that he now 
makes no use whatever of them, whether in their original form 
or in any improvements thereon. His candies, he states, are 
made by entirely new recipes of his recent invention. He claims 
they are better than any he ever made for the plaintiff or that 
the plaintiff ever made for itself. If so, the more sharply his 
goods are distinguished from those of the plaintiff, the better 
for him. He is an unquestioned authority on candies. Still, 
taste is a peculiar thing. It may be that a considerable pro- 
portion of candy eaters may not think his goods are more tooth- 
some. They have rights. When they are asked to buy defend- 
ant’s candies, they should be told they are not getting what they 
have long known and liked and that they are asked to give their 
money for something else, although they do not know whether 
they will like it or not. 

Defendant professes that his wish was and is to make clear 
the distinction between himself and the plaintiff, between his 
goods and its. He appears to have had the same bad luck which 
has often attended his predecessors in like ventures. Many 
judges have commented upon the strange fate which so frequently 
overtakes the second comer into an already well occupied market. 
He always wants to let every one know that he is offering some- 
thing other than that which the other concern has sold. In some 
way or other every effort he makes to distinguish, confuses. 
Persons so situated have been before compared to inexperienced 
bicycle riders who are prone to run into obstacles they are des- 
perately striving to avoid. Some such psychological tendency 
may justify a charitable explanation of what otherwise appears 
to be an attempt to filch another man’s trade. 

Courts cannot look into the secret of human hearts. They 
can only judge the intention of responsible and experienced men 
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by the natural outcome of their acts. If what they do will, in 
the ordinary course of events, tend to confuse their goods with 
those of others, the courts must assume that they purposed to 
bring about that result. This rule is of special applicability to 
the case at hand. There is in this record much advertising litera- 
ture of defendant’s composition. He appears to be an expert 
in that line of endeavor. If he wishes to create a particular im- 
pression on the public mind, he knows better than most how to 
do it. It follows that the defendant must be held to have gone 
beyond the line of fair competition. The plaintiff is entitled to 
some relief. What its measure should be is the seriously contro- 
verted question. 

Defendant at the hearing tendered himself ready to consent 
to any decree which will, first, permit him to display prominently 
in some form the name Charles G. Guth on his candy boxes, 
and, second, will leave him free to offer his candy in attractive 
packages. Plaintiff insists that it will suffer if defendant’s name 
appears in any way either upon the boxes in which his candy 
is sold or upon any poster, circular, or other advertisement of it. 

From what has been already said, it follows that defendant’s 
name on candy boxes will do the plaintiff serious injury. It is 
possible that some harm will result to it if that name, though 
not exhibited on the boxes themselves, is conspicuously displayed 
upon his advertising literature. Conceding so much to be true 
in fact, what legal consequences follow ? 

Every man who has not voluntarily imposed limitations 
upon himself may engage in any lawful business and may in 
it use his name in all ordinary ways. No man may lawfully 
sell his goods as those of another. Each of these principles is 
almost self-evident. They are each of universal, or well-nigh 
universal, application. Ordinarily they do not come into conflict. 
Sometimes in fact or in seeming they do. Many cases deal 
with some aspect or another of a real or alleged confusion which 
has resulted from the way in which two persons with a like 
surname have used it in competition with each other. In some 
of them emphasis has been laid on one of the two general doc- 
trines above stated, while in others the reverse has been true. 
In what has actually been decided there is not much conflict. 
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There are cases and of high authority which cannot be recon- 
ciled. Considering the difficulty of the subject, they are sur- 
prisingly few. A statement of the law as it now appears to be 
well settled will show that the decision to be here made must, 
after all, turn on what may appear to be a very narrow point. 

One man may have long been engaged in the production 
and sale of a particular kind of wares. He may have been the 
only person of that name who made or sold them. They may 
have acquired a widespread and valuable reputation. Any goods 
with which a like surname may be used will be taken for his. 
Nevertheless any man who has that surname may go into the 
same business and offer the like goods for sale. A good deal 
of confusion will necessarily follow. The first comer will suffer 
from it. If the second does nothing unnecessarily to increase 
the difficulty of distinguishing his goods from those of his pre- 
decessor, the latter will not be heard to complain. Brown Chemi- 
cal Co. v. Meyer, 139 U. S. 540, 11 Sup. Ct. 625, 35 L. Ed. 247; 
Howe Scale Co. v. Wyckoff, Seamans & Benedict, 198 VU. S. 
118, 25 Sup. Ct. 609, 49 L. Ed. 972; Burgess v. Burgess, 17 
Eng. Law & Equity, 257. 

The reputation of the old concern may have had its part in 
leading the new man to go into the same business. Even so, he 
is within his rights. He must not purposely do anything to 
confuse his products with those of his rival. He may be called 
on to take reasonable precautions to prevent the purchasing pub- 
lic from mistaking the one for the other. He cannot be re- 
quired to that end to do anything which will disparage his own 
goods or advertise those of his competitor. Walter Baker & Co., 
Ltd., v. Gray, 192 Fed. 921, 113 C. C. A. 117, [ Reporter, vol. 2, 
p. 141]; Wm. Rogers Mfg. Co. v. Rogers (C. C.) 84 Fed. 639. 
The right to use one’s name in all ordinary legitimate ways is 
absolute in the absence of contract, fraud, or estoppel. Howe 
Scale Co. v. Wyckoff, Seamans & Benedict, 198 U. S. 118, 25 
Sup. Ct. 609, 49 L. Ed. 972. 

When two men with the same surname are competitors, 
there are usually many things which one of them may easily 
do to lead those who want his rival’s goods and who think they 
are getting them to take his. He often yields to the temptation. 
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For the purpose of undoing what he has done, and to guard 
against the consequences of any repetition of it, he may be com- 
pelled to take precautions which otherwise would not have been 
required of him. Herring-Hall-Marvin Safe Co. v. Hall Safe 
Co., 208 U. S. 554, 28 Sup. Ct. 350, 52 L. Ed. 616; Walter 
Baker & Co., Ltd., v. Baker (C. C.) 77 Fed. 181; Croft v. Day, 
7 Beav. 88; David E. Foutz Co. v. S. A. Fouts Stock Food Co. 
(C. C.) 163 Fed. 408; Russia Cement Co. v. Le Page, 157 Mass. 
206, 17 N. E. 304, 9 Am. St. Rep. 685. 


Where he has greatly 
offended, he may be strictly restrained. 


He may be even pro- 
hibited from using his name in ways which ordinarily would be 
freely open to him. Herring-Hall-Marvin Safe Co. v. Hall Safe 
Co., 208 U. S. 554, 28 Sup. Ct. 350, 52 L. Ed. 616; Garrett v. 
T. H. Garrett & Co., 78 Fed. 472, 24 C. C. A. 173; Pillsbury v. 
Pillsbury-Washburn Flour Mills Co., 64 Fed. 841, 12 C. C. A. 
432; Stuart v. F. G. Stewart Co., 91 Fed. 243, 33 C. C. A. 480; 
Sykes v. Sykes, 3 Barnewall & Cresswell, 541; Van Stan’s 
Stratena Co. v. Van Stan, 209 Pa. 564, 58 Atl. 1064, 103 Am. St. 
Rep. 1018. 

In such cases the unrestricted use of his name is no longer 
He has lost it as the result of what he did, but, neverthe- 
less, he has not willingly parted with it. If it may be taken from 
him because of his wrongdoing, he may as certainly, and perhaps 
even more completely, part voluntarily with it. 


his. 


Plaintiff says the defendant now at this bar is bound by 
his contract not to use his name in the sale of candy, and that, 
even if that were not so, he has put his name to such tortious 
ends that the court must place bounds on the ways in which he 
may hereafter employ it. He sold the goodwill of his business 
to the plaintiff. Quite clearly such a sale does not amount to 
an undertaking not to re-enter the same calling. Trego v. Hunt, 
Law Reports (1896) Appeal Cases, 7, 20. 

A man may so identify his name with his goods as to give 
it a secondary meaning. He may want to sell his business. 
In order to do so, it may be necessary for him to transfer the 


exclusive right to the use of his name in connection therewith. 
Even such a contract will leave him free to go into the same kind 
of business, though he may not employ his name to push the 
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sale of his wares. Frazer v. Fraser Lubricator Co., 18 Ill. App. 
450; same case on further appeal, 121 Ill. 147, 13 N. E. 639, 2 
Am. St. Rep. 73; Le Page v. Russia Cement Co., 51 Fed. 941, 
2C.C. A. 555,17 L. R. A. 354. 

In Howe Scale Co. v. Wyckoff, Seamans & Benedict, supra, 
the Supreme Court impliedly recognized that such a sale may 
be valid. That it is and will be judicially enforced has been 
decided in a number of cases, some of them of high authority. 
Russia Cement Co. v. Le Page, 147 Mass. 206, 17 N. E. 304, 
g Am. St. Rep. 685; Le Page v. Russia Cement Co., supra; 
Frazer v. Frazer Lubricator Co., supra; Brewer v. Lamar, 69 
Ga. 656, 47 Am. Rep. 766; Grow v. Seligman, 47 Mich. 607, 
11 N. W. 404, 41 Am. St. Rep. 737; Shaver v. Shaver, 54 lowa, 
208, 6.N. W. 188, 37 Am. Rep. 194; Spieker v. Lash, 102 Cal. 
38, 36 Pac. 362; Symonds v. Jones, 82 Me. 302, 19 Atl. 820, 8 
L. R. A. 570, 17 Am. St. Rep. 485. 

But, while the right of a man to use his name in his own 
business is not inalienable, it is fundamental. An intention en- 
tirely to divest himself of it and transfer it to another will not 
readily be presumed but must be clearly shown. Hazelton Boiler 
Co. v. Hazelton Tripod Boiler Co., 142 Ill. 494, 30 N. E. 3309. 
The application of this rule to the facts of the case at bar re- 
quires denial of at least a part of the relief for which the 
plaintiff asks. 

Two of the questions to be passed upon are whether such 
conveyance does not estop the defendant, first, to deny that the 
surname “Guth” had become a true trade-mark; and second, to 
assert any right to use that name as a trade-mark whether with 
or without any additions in any way likely to confuse his goods 
with those of the plaintiff. No matter how they may be 
answered, they are obviously relevant solely to the use of a 
name as a trade-mark. 

A trade-mark must in some way be affixed or attached to 
the goods to be designated by it or to the packages in which 
they are sold. The exclusive right to it can be secured in no 
other way. Singer Mfg. Co. v. Wilson, Law Reports, 2 Chancery 
Div. 434; Oakes v. St. Louis Candy Co., 146 Mo. 391, 48 S. W. 
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467; Hazelton Boiler Co. v. Hazelton Tripod Boiler Co., 142 
Ill. 494, 30 N. E. 339. 

It follows that the mere assignment by the defendant to the 
plaintiff of the trade-mark of the Guth Chocolate Company of 
Baltimore City did not give it any right to require him to re- 
frain from the use of his name in his business otherwise than 
by actually or constructively affixing that name to the candies 
or to the packages in which candies were sold. 

In addition to conveying to the plaintiff the trade-marks 
of the former company, defendant sold it “the use of the name 
‘Guth’ for the purpose of manufacturing and selling candies un- 
der the Guth label.” 

Had the parties wished that the defendant should not there- 
after be free to use his name at all in the candy business, the 
words “under the Guth label’ would have been superfluous. 
The defendant, of course, intended that the plaintiff should con- 
tinue to call itself by the name which he had given it. It might 
freely advertise its goods by that name, which was the name he 
expressly authorized it to use upon them. His participation 
in its organization, his conveyance to it of the trade-marks of 
its predecessor, would have given it that much without any 
other express grant. But neither the grant of one nor the other 
or of both combined would have taken from him the right to 
use his name in the same business. If he bargained that right 
away, it must have been by the conveyance of the right to use 
the name “Guth” for the purpose of manufacturing and selling 
candies under the Guth label. That language, however, is re- 
stricted to a particular kind of use of that name. 


In view of the rule of law which requires an intention to 
convey an exclusive right to the use of one’s own name to be 
clearly shown, it must be held that the defendant has not de- 
prived himself of the right to employ his name in the candy 
business otherwise than on the candies themselves or upon the 
packages in which they are offered for sale. The right to use 
one’s own name, however absolute and fundamental, does not 
authorize its employment for the purpose and with the intent 
of doing unnecessary mischief to others. One competitor in 
business may so use his name as to induce purchasers to buy 
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his goods when they wanted those of his rival. If he does, he 
may be required thereafter in his advertising literature to add 
to his name such explanatory matter as will render such confu- 
sion difficult, if not impossible. Stix, Baer & Fuller Dry Goods 
Co. v. American Piano Co., 211 Fed. 271; [Reporter, vol. 4, 
p. 246]. 

In view of al! the facts and circumstances heretofore cited, 
the defendant may be properly required to give notice upon all 
literature, posters, etc., in which his name is used and which 
are intended to come under the eye of the ultimate consumers 
of his candies, that they are made by the Chocolate Products 
Company and not by the older Guth Chocolate Company, and that 
they are compounded under different formulas. This notice 
should be as conspicuous as his own name. He will be free 
to make whatever comparisons he may think just, and if need 
be can justify, between the products he is now making and 
those which the plaintiff offers for sale. 


|} 
i 


The most difficult problem still remains. Has defendant 
‘ parted with the right to use his name on candies and on the con- 
tainers of candies? ‘To the parties that is the vitally important 
question. While a bargain to shut one’s self out of the right to 
use one’s own name for any legitimate purpose will not be pre- 
sumed, but must be proved, such proof may doubtless be made 
in various ways. In determining whether such an agreement 
has been entered into, all the facts and circumstances of each 
particular case must be taken into consideration. Much de- 
pends upon the nature of the business conducted and of the 
wares dealt in. It may sometimes be clear, as it is here, that 
the right to use defendant’s surname has been given to plaintiff. 
If such right will be of little worth if not exclusive, the courts 
will be somewhat more ready to find in the words used an in- 
tent on the part*of the grantor to part with all right to the use 
of his name than they will where the two parties may simul- 
taneouly use that name with relatively little inconvenience. 

In this case, as has already been pointed out, the character 
of the wares dealt in is such that the use of the same surname 
on candy boxes will lead to continual and serious confusion. 
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At the time the defendant made the sale to the plaintiff, 
he was thoroughly familiar with the nature of the candy busi- 
ness. Whatever he did or said was done or said with reference 
to the conditions prevailing in that trade. So much cannot be 
seriously disputed. Even so, the parties are in direct opposition 
as to the legal consequences which should follow. As might 
have been expected, each of them has been able to marshal, in 
support of its contention, apt quotations from opinions of courts 
of high reputation for sound judgment and broad legal learn- 
ing. As is not uncommon, what was said in those cases is in 
far sharper contrast than that which was done. 


[his opinion is already far too long. A detailed discussion 
of many of these cases would greatly extend it without cor- 
responding profit. Among them are two which in many of their 
facts are very similar to those now before the court. It so 
happens that one of them is the principal reliance of the plaintiff ; 
the other of the defendant. An examination of them will afford 
sufficient opportunity to make clear the legal considerations 
which are thought to be here controlling. It will be most con- 
venient to speak first of the case cited by the defendant. It was 
decided some eight years ago by the supreme court of Penn- 
sylvania. The defendant in it had begun the business of manu- 
facturing chocolate chips, which were sold as Trowbridge’s 
Chocolate Chips. He formed a copartnership to carry on the 
business. Subsequently he withdrew from the firm. He made 
a written agreement with his partners. It recited that the part- 
nership had been formed especially for the manufacture and 
sale of the quality of confectionery known by the trade-mark 
of Trowbridge’s Original Chocolate Chips. By it the defend- 
ant sold all his “right, title, interest, property, and claim” to 
and in all the partnership business, rights, and property. Among 
the things specifically assigned was the goodwill of the busi- 
ness. He shortly resumed business in his own name and town. 
He, too, manufactured and sold chocolate chips. He put his 
name “W. S. Trowbridge” on the packages in which he offered 
them for sale. In other respects there were striking differences 
in the markings of his goods from those of the copartnership. 
The latter sought an injunction against him. They alleged that 
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by the transfer of his interest in the goodwill of the business 
he was precluded from entering into a similar one in the same 
town and prosecuting it in competition with them. This con- 
tention was naturally held wholly untenable. Under all the 
circumstances, the court thought that what the plaintiff feared 
was not that the public would be deceived, but that, if the fact 
became known that the defendant was engaged in the same busi- 
ness, the public would purposely purchase the goods made by 
him because he was the first person who ever made them. It 
thought that the plaintiff wanted protection from the business 
competition of the defendant carried on openly and frankly by 
him under his own name. It found nothing in the agreement 
to show that he had ever intended to put himself under such 
bonds. 

The plaintiff claims that Le Page v. Russia Cement Co., 
51 Fed., 941, 2 C. C. A. 555, 17 L. R. A., 354, cannot be dis- 
tinguished from the case now at bar. It was decided by the 
circuit court of appeals for the first circuit. The opinion is 
from the pen of Judge Putnam. It is learned and able. Mr. 
Justice Gray sat in the case and united in the opinion. It was 
decided in 1892, White v. Trowbridge, 216 Pa., 11, 64 Atl., 862, 
not until 1906. It is somewhat curious that in the opinion of 
the latter no reference is made to the former. Le Page had 
been in the glue business. He extensively advertised his glues 
as Le Page’s and sold them as such. He and one Brooks formed 
a partnership. They traded as the Russia Cement Company. 
In 1882 they incorporated under the same name. Le Page and 
his partner by bill of sale transferred the business and property 
of the firm to the corporation. A copy of such bill of sale has 
been offered in evidence in this case. In it the parties conveyed 
to the corporation “the goodwill of the business and the right 
to use the trade-marks belonging to or in use by said copart- 
rership.” Subsequently Le Page severed his connection with 
the company and formed another which he called by his own 
name. Upon its packages appeared the words “Manufactured 
by the Le Page Company.” It was held that in so labeling them 
he had infringed upon the rights of his grantee. It was pointed 
out that the Russia Cement Company had a threefold right to 
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recover. First, it had become the owner of whatever trade- 
marks were owned by Le Page or by the partnership. The 
plaintiff now before this court has all the trade-marks which 
prior to March, 1909, belonged either to the defendant or to the 
Guth Chocolate Company of Baltimore City. Second, the Rus- 
sia Cement Company had acquired, both by express contract 
and by implication of law, the goodwill which accompanied the 


trade-marks of the business. In this case the defendant ex- 


pressly conveyed to the plaintiff the goodwill of the previous 
business. Third, independently of all questions of trade-marks 
or goodwill, the Russia Cement Company, in common with every 
manufacturer and trader, had the fundamental common-law right 
to be protected against those who offer to the public products 
or merchandise simulating its. To such right the present plaintiff 
The court was careful to show that its 
ruling was not oppressive to those who had built up profitable 
businesses under their own surnames. 


may lay equal claim. 


On the contrary, in the 
long run it would greatly advantage a majority of them. Such 
a person should have the privilege of realizing the fruits of his 
labor by transmitting to purchasers his business and establish- 
ment with the reputation which has attached to them. The 
more exclusive the title he can convey the better the price he 
may command. It was said that there is a great difference be- 
tween dealing with a local community understanding all the 
circumstances and dealing with the great public scattered 
throughout the United States with no opportunities of informa- 
tion except what is communicated to them by the word “Le 
Page” in combination with the word “glue.” 

Plaintiff’s goods are sold in every state of the Union. De- 
fendant has by his circulars solicited customers over an equally 
extensive territory. The purchasers of candy, equally with the 
purchasers of glue, are without any other opportunities of in- 
formation except what is communicated to them by the word 
“Guth” in combination with the word “chocolates.” 

It was regarded as a significant circumstance that the Rus- 
sia Cement Company sold its products to customers and subcus- 
tomers to the amount of more than $60,000 annually. The sales 
of the plaintiff under the Guth label are at least four or five times 











GUTH CHOCOLATE COMPANY V. CHARLES G. GUTH 501 
as great. Glues, on account of their very peculiar character, go 
into the hands of many hundreds of thousands of persons nearly 
all ignorant of the circumstances connected with their origin ex- 
cept what is suggested by the word “Le Page.” Candies go into 
the hands of at least an equal number of people whose ignorance 
on the subject of their origin is quite as profound. 

The circuit court of appeals did not think that “the shape of 
the packages, the color of the labels, or the peculiar adornments 
put upon them, or any arbitrary designations, form essential parts 
of what was left behind him by Le Page when he withdrew from 
the plaintiff corporation, or of what was transferred to it by the 
partnership.” 

There is nothing in this record to suggest that any such fea- 
tures formed the really essential part of what the plaintiff bought 
from the defendant. 

In the first circuit it was held that the essential thing 
was the Russia Cement Company’s “right to inform the public 
that it is in the exclusive possession of all the advantages com- 
ing to it as the legitimate successor of the original formulator of 
Le Page’s glue and is alone entitled to put on the market that 
product, supposed to be composed or manufactured with special 
skill and known to come from the original and long-established 
concern.” 

In the instant case the essential thing assigned by the de- 
fendant to the plaintiff was the right to tell the public that it 
is in the exclusive possession of all the advantages coming to it 
as the legitimate successor of the original formulator of Guth’s 
chocolates, and that it is alone entitled to put them on the 
market. 

Judge Putnam further held that, in view of the nature of 
the business and of the kind of products dealt in and the char- 
acter of the persons who bought and used them, there was no 
essential difference between the words “Le Page’s Glue” and 
the words “Glue made by Le Page” or “Glue made by the Le 
Page Company.” He added: 

“It would be mere self-stultification for this court to assume not to 


see, what every practical person of intelligence must see, that for the in- 
numerable persons dealing with this class of merchandise, or with such 
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merchandise as the Day and Martin Blacking, covered by Croft v. Day, 
7 Beav., 84, the words ‘Le Page’s Glue,’ and ‘Glue Manufactured by Le 
Page,’ or the words ‘Day and Martin’s Blacking,’ and ‘Blacking Manu- 
factured by Day and Martin,’ mean, or soon come to mean, one and 


the same thing, and that both will inevitably be soon styled alike in the 
market.” 


There can be no question that “Chocolates by Charles G. 
Guth” will be known to the public as “Guth’s Chocolates.” 

The opinion in the Le Page Case has been so fully reviewed 
and such extensive quotations have been made from it in order 
to demonstrate that it is impossible to distinguish the facts of 
that controversy from those of the one now to be determined. 
Defendant, it is true, attempts to do so. Judge Putnam states 
that the opinion in the Russia Cement Company v. Le Page, 147 
Mass., 206; 17 N. E., 304; 9 Am. St. Rep., 685, contains an ac- 
curate statement of facts. Defendant says that it appears both 
from Judge Putnam’s opinion and from that of the supreme 
judicial court of Massachusetts that both of them thought that 
Le Page had purposely sought to mislead the ultimate pur- 
chasers of glues. The defendant here contends that he did not. 
What he has done has been heretofore fully set forth. The legal 
interpretation which must be put upon his acts has been already 
stated. It follows that the distinction he seeks to make has no 
foundation in fact. It is, however, quite doubtful whether the 
ruling in either of the cases would have been different had Le 
Page been held altogether free from any wish to deceive. The 
rights of the Russia Cement Company were expressly held to 
be based on his contract rather than on his tort. The important 
question in the end resolves itself into the query whether this 
court should accept and apply the doctrine laid down by the 
circuit court of appeals for the first circuit. It does not ap- 
pear that in any of the subsequent federal cases in the supreme, 
or in any of the inferior courts of the United States, its reason- 
ing has been unfavorably criticised or its authority in any wise 
shaken. It is true that much which was said in White v. Trow- 
bridge is not in harmony with Judge Putnam’s argument. 
Whether Judge Potter, who spoke for the supreme court of 
Pennsylvania, had considered the Le Page Case does not appear. 
Technically neither decision is binding on this court. Doubtless 
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in a district court of the United States the utterances of a cir- 
cuit court. of appeals of another circuit are entitled to some- 
what more weight than are those of a state court of another 
state, no matter how great and how deserved may be the repu- 
tation of the latter. Apart, however, from any such technical 
considerations, the opinion in the case in the federal court seems 
more persuasive when applied to the facts of the particular case 
now under consideration. 

The defendant must be enjoined from putting the name 
“Guth” with or without a prefix or suffix upon any candy or in 
or upon packages in which he offers candy for sale. It conse- 
quently becomes unnecessary to consider any of the questions as 
to the shape or color of the packages or of the crest or other 
adornments upon them. 


MacDonatp & Ki_,EY CoMPANY v. MANss-KILEY CoMPANY 
Southern District of Ohio, October 13, 1914. 


1. TRADE-MARK INFRINGEMENT. 

The use of the phrase “Ma-Ki” by a shoe manufacturing concern 
upon the ends of shoe boxes, the shanks of shoes, and labels inside 
shoes bearing no other mark, is an infringement of the trade-mark 
“M. & K.,” belonging to the complainant, which company also manu- 
factures shoes 
UNFAIR COMPETITION. 

When a partner, K., in a concern manufacturing shoes under the 
trade-mark “M & K,” severs this connection and forms another with 
a competing company, his name being added to the name of this 
company although he acquired but a small interest therein, and there- 
upon the competing company adopts the trade-mark “Ma-Ki,” and 
actual confusion of the public has resulted, unfair competition exists, 
and an injunction will be granted against the practices complained of, 
though not in such form as to deprive the defendant company of the 
use of its corporate name. 


t 


In Equity. On final hearing. 


Joseph S. Graydon, for complainant. 
Guy Mallon, for defendant. 


Houuister, District Judge (orally)—The principles in- 
volved are familiar. There are two grounds of action: one is 
infringement of a registered trade-mark; the other unfair com- 
petition. 
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The first involves a property right absolutely and it makes 
no difference whether injury follows, or might follow the use of 
the trade-mark, or not; a registered trade-mark confers a prop- 
erty right. It may not be taken away by anybody, either by 
actual copying or by colorable imitation. 

\Vhen it is not actually copied, the question for the court 
is whether the mark complained of amounts to a colorable imi- 
tation. Different individuals passing upon such questions may 
take different views, the result in every case depending upon the 
views entertained by the court in that particular case. If the 
mark has been used, in fact, or a colorable imitation, as appears 
to the court, it is immaterial whether it is used, as in this par- 
ticular case, in trade journals, or whether the court thinks the 
public would be likely to be deceived. 

This “M. & Kk.” mark has been used in trade journals; it has 
also been used to some extent, as it seems to me, on boxes con- 
taining shoes made by the defendant and exhibited in dealers’ 
stores. The infringement in the latter case consists in the use 
of ““Ma-Ki,” because such use implies that the shoe was made 
by those whose names are not only susceptible of that kind of 
abbreviation and which has been abbreviated and applied in that 
particular way upon one of their lasts, but the appearance of 
such label is, at a distance, much like the “M. & K.” of the trade- 
mark. One must be careful, however, not to confound the two 
causes of action. It seems to me that, under the circumstances 
disclosed by the testimony, a mark, in the shoe trade, looking 
anything like “M. & K.” would be a colorable imitation. I find 
the trade-mark is infringed. 

The second cause of action is composed of several elements, 
including the use of the mark, “Ma-Ki,” on the ends of boxes, 
carrying the inference that the boxes so marked contained shoes 
made by those who made the “M. & K.” shoe. 

As reflecting upon the first cause of action involving the 
colorable imitation, and upon the second cause of action involv- 
ing unfair competition, it seems to me that if I were sitting in a 
shoe store, knowing that “M. & K.” signified the manufacturer 
of certain shoes, seeing this mark some distance away, the “M” 
prominent and the “K” prominent, I would not notice the other 
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letters in the “Ma-Ki” of the defendant and I would think that 
mark indicated a shoe made by the complainant. Of course, the 
same inference is drawn from this mark as it is put on the shank 
of the shoe. I am sure that the ordinary purchaser, when buying 
a pair of shoes, does not inquire very carefully into the details of 
the marking upon the shoe. A shoe is tried on by the dealer’s 
clerk and the customer is interested more particularly in the fit, 
appearance and price of the shoe, and not in the details of the 
mark upon it. Ii a customer wanted an “M. & K.” shoe, al- 
though he had not asked for it particularly, if he saw the de- 
fendant’s mark upon the shank of a shoe, | feel quite sure he 
would think he was getting an “M. & K.” shoe. It is admitted 
that in cases where there is no mark of the manufacturer at all 
upon the box, or upon the shoe, that there was put by the defend- 
ant upon the inside of its shoes a small paper label, the effect of 
which was to indicate, except upon close investigation, that the 
shoe was an “M. & K.” shoe, although what was advertised upon 
the paper was something else. It was admitted by Mr. Kiley that 
that paper was so used for the purpose of advertising the de- 
fendant’s shoes. If I am right in holding that the ““Ma-Ki” upon 
the paper or label would give the impression that the shoe was of 
“M. & K.” manufacture, then of course such use of those letters 
should be stopped. 

Taking the marking on the ends of boxes, the mark on the 
shank of the shoe, the label on the inside of the shoes having 
no other mark, the boxes containing which shoes also bore no 
mark, the prior relation of Mr. Kiley with the complainant, the 
change in the name of the Manss Manufacturing Company to in- 
clude Kiley’s name, Kiley’s interest in the corporation so chang- 
ing its name being comparatively small, the use of the mark 
“Ma-Ki,” after the change in name, the confusion in the post- 
office and express deliveries the similarity of names of the re- 
spective products caused, the employment at large salaries of im- 
portant employes of the complainant by the defendant almost 
simultaneously with Mr. Kiley’s connection with the Manss 
Manufacturing Company, warrant the conclusion that the de- 
fendant has not treated the complainant fairly. 


The complainant is entitled to an injunction upon both 
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grounds ; but no relief is granted in the present case so far as the 
complainant seeks to enjoin the use of certain lasts. 


You may draw an entry in conformity with these views and 
you will have to be careful not to draw it in such a way as to 
prevent the defendant corporation from the use of its own name. 


GANDY BELTING Co. oF BALTIMORE City v. Vicror-BALATA & 


TEXTILE BELTING Co. 


(215 Fed. Rep., 795.) 


Eastern District of Pennslyvania, August 3, 1914, 


1. TRADE-MARK INFRINGEMENT. 

A registered trade-mark for use upon canvas belting consisting 
of a green line or stripe arbitrarily applied to one edge of each belt, 
whether a valid trade-mark or not, is not infringed by one who paints 
both edges of his rival product a brilliant black. 

UNFAIR COMPETITION. 

Painting both edges of his belting black, will not render a manu- 

facturer of canvas belting liable for unfair competition to another 


manufacturer of the same kind of goods, who has been accustomed to 
paint green one edge of the belts made by him. 


to 


In Equity. On final hearing. Bill dismissed. 


Cyrus N. Anderson, of Philadelphia, Pa., James L. Stewart, 
of Baltimore, Md., and John E. Cross, of New York 
City, for plaintiff. 

Andrew Wright Crawford, of Philadelphia, Pa., Wm. B. 
Whitney, of Decatur, Ill., and Crane & Lockwood, ot 
New York City, for defendant. 


Dickinson, District Judge——Specific findings of facts and 
conclusions of law, so far as are necessary to the ruling of the 
case row made, are filled herewith. 

It is not altogether easy to find a phrase which will accurate- 
ly present the precise points involved in a decision of this case. 
The facts themselves may be soon stated, and are not in serious 
dispute. The general questions involved relate to charges of un- 
fair competition and infringement of a proprietary trade-mark. 


The plaintiff and defendant each is a manufacturer of can- 
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vas belting as a substitute for leather. The methods of manu- 
facture in use by all such makers are, generally speaking, the 
same. Cotton duck is folded in such manner as to make a strip 
of the required width and thickness. It is then stitched together 
longitudinally so as to make a band, whose ends may be fastened 
together to form a belt. The material is treated with oil, and 
then painted on the surface sides of canvas strips. The practical 
result is that the edges also are colored with the paint. This 
treatment is functional, acting as a preservative and also increas- 
ing the traction by imparting to the belt when in use what is 
termed increased “hug.’’ One or more makers paint their belts 
black. Individual makers paint their different make of belts yel- 
low and blue, but the general practice is to paint them what is 
called “red.” The color is not a real red, but what may be termed 
a conventional red. It is red only in the sense in which dealers 
in leather distinguish it as red leather and black leather. No 
claim is made that this color is functional. Its use is accounted 
for by the statement that this “red” paint is as good as any, and 
is preferred for economical reasons. The real origin of its use 
and the original motive for its use is doubtless to be found in 
the fact that as the canvas belting was brought upon the market 
as a substitute for leather, its introduction was thought to be 
made easier by giving it something of the general appearance of 
leather. It is a further common practice among all makers to 
stencil upon the surface of the belting, at varying intervals of 
space, something to indicate the special make. The plaintiff used 
at first a representation of a coil of belting, laid across which 
was an elongated bale of cotton. On the coiled edge side of this 
illustration was stenciled the words “Gandy’s Belting,’ and on 
the surface side the word “Gandy’s” and on the cotton bale the 
words “American Cotton.” The belting was sold by the foot, 
and if it happened to be cut in short lengths between these mark- 
ings, the piece of belt thus cut would contain nothing to show 
the make. About December I, 1910, the plaintiff conceived the 
idea of indicating its make of belt by a distinctive marking, con- 
sisting of the giving of a green color to the continuous edge of 
the belting on one side, which would sharply contrast with the 


surface color of the belt. The belt would thus show the make, 
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however short the lengths into which the belting was cut. On 
January, 6, 1911, application was made to the Patent Office to 
have this designation registered as a trade-mark. Following this, 
arrangements were made and carried out to have all the belting 
then in stock in its own plant and in the hands of its agents bear 
this distinctive marking. By September, 1911, this had been ac- 
complished. The plaintiff then began a vigorous campaign of 
advertising to associate in the minds of buyers this marking with 
the plaintiff's belts. It circularized the trade by means of 
pamphlets which emphasized this color scheme by showing coils 
of belting, the surface of which appeared as a bright red in 
striking contract with the green edge. This was the banner car- 
ried by plaintiff's army of “rooters,” who were also given as 
their battle cry the “slogan” of “Look for the Green Edge,” with 
marked and special emphasis on the “green.” The wits in the 
trade contributed to the success which attended this campaign by 
personifying this “slogan” and attaching it to the plaintiff’s sales- 
men. They were spoken of as “green-edge men,” and play upon 
the words was made in various other forms. 

As in the making of this belting in the usual way, the belt- 
ing is painted, and as this painting involves the edge and colors it, 
no claim of a property right or trade-mark in a colored edge 
could successfully be set up for any one maker. In order to 
present the claims of the plaintiff in their clearest light let us 
ignore this fact, and assume that the plaintiff could have ac- 
quired this right. It might then have made its claim to broadly 
cover simply a colored edge or an edge colored differently from 
the surface of the belt, or it might have limited its claim to an 
edge carrying a special color confined to one edge or embracing 
both edges. It chose to accentuate and emphasize its marking 
by limiting it to one edge and one color. There is something of an 
ambiguity in what it did do in one respect. It applied for a 
trade-mark to consist “of a green line or stripe applied to one 


edge of the belt.””, The accompanying drawing, consistently with 
this description, shows a border or stripe of color on the face of 
the belting. The coloring of merely the edge, which was in fact 
all the plaintiff did, scarcely fulfills this description. It is true 
the application incorporates the statement that “the trade-mark is 
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applied or affixed to the goods preferably by painting the edge of 
the belting,’ but strictly this would be referable to the mode of 
bringing the trade-mark into visual existence, not to an altered 
description of what it consisted. 

Waiving the question of the validity of this trade-mark, and 
conceding it to give a proprietary right to a green color applied to 
one edge of the belting, the plaintiff complains of the defendant, 
not in that it has put one green edge on its belting, but in that it 
has colored both edges “‘a brilliant black.” This brings the plain- 
tiff up against this dilemma. It must either admit that making the 
two edges black is not an infringement of a one green-edge trade- 
mark, or it must claim this trade-mark to cover any colored, or 
at least black-colored, edges, thus giving it the same protection 
under its limited trade-mark it would have had under one in its 
broadest form. A claim that the coloring of both edges of a belt 
black is an infringement of a trade-mark which consists of “a 
green line or stripe,” or, as the drawing shows, a band or border 
of green, cannot be sustained unless there is such a resemblance 
as to be deceptive in fact. A claim of monopoly of right, either 
at common law or under the trade-mark statutes, in the privilege 
or practice of making the edges of the belting of any color is cer- 
tainly too broad. 

This, therefore, leaves in the plaintiff’s bill only the com- 
plaint that the defendant has colored the edges of its belting black 
so as to facilitate the imposition of its make of belt upon intend- 
ing purchasers as the make of the plaintiff. This is the complaint 
the plaintiff really does make, and resolves the case so far as it de- 
pends upon its facts to a case of unfair competition. Generally 
speaking, the acts which come within the ban of the law under 
this head consist of things done which are to result in the palm- 
ing off of the goods of one person for the goods of another. An 
illustration to express this thought has been suggested which is 
something like this: One man sets up a wireless apparatus to 
serve as a receiving station. This he does by manufacturing or 
securing a certain kind or make of goods for which he expects, 
or at least hopes, to be able to create a demand. He then sets up 
other wireless apparatus constituting as many sending stations 
as possible for the use of his customers, and provides them with 
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a code of calling signals. This he does by advertising and edu- 
cating intending purchasers among the buying public in every 
way possible to prefer and ask for his product. After he has 
done all this and the messages begin to fly thick and fast, another 
sets up a receiving station attuned to receive the messages intend- 
ed for the first man and intercepts the messages. This the law 
condemns as unfair competition and prohibits it. Has the defend- 
ant been thus guilty? Against it is the fact that it is the only 
competitor in the trade of whom the plaintiff complains. On the 
other hand, this make of belting had been so marked in Germany, 
and is the only make which is treated with a solution before paint- 
ing it. This treatment is functional. An incidental consequence 
or result is that the solution by capillary attraction is drawn into 
the material and the edges are stained a dirty black color. To im- 
prove the appearance of the belting and to distinguish the defend- 
ant’s make both edges are painted a “brilliant black.” Is this 
done for the purpose and does it have the effect of bringing about 
any confusion in the two products of manufacture, or aid in di- 
verting to the defendant any trade which of right belongs to the 
plaintiff? This we cannot find. The effort of the plaintiff to 
show that the alleged functional use of the discoloring solution 
was a pretense by showing that the edge was wholly discolored 
after the paint had been applied to the face of the belting, and 
not before, as averred by the defendant, failed. Moreover, there 
is no confusing resemblance. A short piece of the belting shows 
something of a resemblance, but it is to be kept in mind that the 
belting is inspected and usually sold in rolls of some size, and 
this brings out in bold relief the green edge feature of the plain- 
tiff’s make of belting. It is only in certain lights that the differ- 
ence would not be marked and striking. Moreover, unless all the 
plaintiff’s efforts have gone for nought, its customers look for 
and are guided in their purchases by the green edge. We cannot 
find, therefore, either a purpose to deceive or a misleading simi- 
larity of appearance in fact. The strongest appeal on behalf of 
the plaintiff for relief lies in the fact that white or red edges would 
make the difference between the defendant’s and the plaintiff’s 
goods more marked and the right of the defendant to freedom 
from interference on the part of the court much more clear. To 
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restrain the defendant from the use of the black edges, however 
involves a finding of its guilt, and could not but operate as a dis- 
turbing factor in its dealing with its customers. We cannot lose 
sight of the probability that the awarding of an injunction would 
be used (of which indeed there is already evidence) as a weapon 
of advertising warfare against the defendant which would work 
an injury to it. 

As we are constrained to find against the plaintiff the fact of 
unfair competition and infringement of its trade-mark, the ques- 
tion of the validity of such trade-mark and plaintiff’s proprietary 
right in the use of the green edge need not be inquired into. 

The bill of the plaintiff is therefore dismissed, with costs to 
the defendant. Counsel may submit a form of decree in accord- 
ance with this opinion for approval. 


SUPREME COURT OF THE DISTRICT OF COLUMBIA 


UNITED STATES OF AMERICA EX REL. THE LINcoLN HIGHWAY 
Ass’N v. THOMAS EWING, COMMISSIONER OF PATENTS. 


May 19, 1914. 


LABEL REGISTRATION—MANDAMUS. 

A decision of the Commissioner of Patents that a label or marker 
used to indicate the so-called “Lincoln Highway” is not registrable 
as a label, because not descriptive of an article of manufacture, is not 
reviewable by mandamus. 

Hearing on a petition for mandamus to compel the registra- 
tion of a trade-mark. Petition dismissed. 


John M. Coit and Milton Tibbetts, for the relator. 
R. F. Whitehead, for the respondents. 


Mr. Justice BARNARD delivered the opinion of the court: 

In this case a petition is filed by the Lincoln Highway Asso- 
ciation, a corporation, organized under the laws of the State of 
Michigan, praying for a writ of mandamus, commanding the 
respondent, as Commissioner of Patents, to cause a label to be 
registered in the Patent Office. 
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The label is entitled “Lincoln Highway,” and consists of 
red, white and blue stripes, with capital L in center, and is said 
to have been composed by Henry B. Joy, and that all his rights 
have been transferred to the petitioner. Being such proprietor, 
the relator says that on September 5, 1913, it first published said 
label with notice of copyright thereon, as required by the copy- 
right laws, and used the said label as a label for highways and 
roads in the United States so constructed or made as to permit 
travel over them, the same being actually placed on said roads 
at the edge thereof, as a means of designating or describing such 
highway or road. 

That the relator, on September 8, 1913, filed in the Patent 
Office ten copies of said label, with application for registration, 
being Serial No. 17,609, under the copyright law, section 3, act of 
June 18, 1874 (18 Stat., 78). 

Said section provides that in the construction of the said 
act, the words “engraving,” “cut,” and “print” shall be applied 
only to pictorial illustrations or works connected with the fine 
arts, and no prints or labels designed to be used for any other 
articles of manufacture shall be entered under the copyright 
law, but may be registered in the Patent Office. 

That September 23, 1913, the relator received from the re- 
spondent a copy of the opinion of the examiner in charge of the 
case, refusing to register said label on the ground that it is not 
descriptive of an article of manufacture. 

Thereupon, application was made to have the same registered 
under the copyright law, but the register of copyrights refused 
registration, because, in his opinion, the article consisted simply 
in a strip of paper printed in three colors, red, white, and blue, 
with the letter “L”’ and the words “Lincoln Highway”’ on it, and 
it is not a picture of anything, and not a work of art in the 
meaning of the copyright law; but that it savored more of an 
article of utility, being a road-marker, and for articles of utility 
a copyright cannot be secured. 

The relator persisted in its application in the Patent Of- 
fice, and was presented with a second opinion of the examiner, 
holding that a highway is not such an article of manufacture as 
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is contemplated by the copyright law, but that it should be classi- 
fied as real estate. 

The refusal of the examiner being final, an appeal was 
taken to the Commissioner of Patents by the relator, and, on 
hearing, the commissioner affirmed the decision of the examiner 
claiming that a highway is not an article of manufacture. The 
relator avers that there is no right of appeal from the said de- 
cision of the Commissioner of Patents, and that it is advised 
that it has no other means for obtaining its alleged legal rights 
in the premises than by the writ of mandamus. 

The answer of the respondent admits the refusal to reg- 
ister the label on the ground that a highway is not an article of 
manufacture, and says that labels can be registered in the Patent 
Office only when applied to articles of manufacture, and that 
when application is made for such registration, it is his official 
duty to determine whether or not the label proposed is one de- 
signed to be applied to an article of manufacture. 

He also admits that no appeal lies from his decision refus- 
ing to register the label, and avers that the statute does not con- 
fer upon the petitioner any right to have the said label registered 
in the Patent Office. 

The case comes on for hearing on the petition and answer, 
and the exhibits that accompany each, the relator having filed a 
motion for judgment for a peremptory writ, notwithstanding re- 
spondent’s answer. 

The question raised by the pleadings is not whether the de- 
cision of the Commissioner of Patents is right or wrong, but 
whether the court can, in a mandamus proceeding, direct and 
compel the commissioner to register a label in his office which he 
honestly and reasonably decides is not of the character which 
entitles it to be registered. 

The statute does not define a label, or the character of arti- 
cles of manufacture for which it is to be used; but the rules of 
the Patent Office do define it, and, in a measure, define the arti- 
cle on which, or for which, it is to be used. 

Rule 29 defines the word “label” as “an artistic and intel- 
lectual production, impressed or stamped directly upon the ar- 
ticle of manufacture, or upon a slip or piece of paper or other 
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material to be attached in any manner to manufactured articles, 
or to bottles, boxes, and packages containing them to indicate 
the article of manufacture.” 

Rule 30 provides that “no print or label can be registered un- 
less it properly belongs to an article of manufacture, and is de- 
scriptive thereof, and is as above defined.” 

In the present case, it is difficult to say that the slip of paper 
called the label can be said to be “an artistic and intellectual 
production ;” and it is doubtful if it is “artistic and intellectual,” 
that it can be attached in any way to a highway within the 
meaning of the statute and the rules, even if a highway can 
properly be called an article of manufacture. 

The Court of Appeals held, in the case of Allen, Commis- 
sioner Vv. United States ex rel. Regina Music Box Company, 22 
Appeals, D. C., 271, 31 Wash. Law Rep., 476, that where the 
Commissioner of Patents denies an application for registration 
of a label, on the ground that it is not descriptive of the article 
for which it is used, and therefore not registrable, that this court 
has no power to review his decision by mandamus, because his 
duty under the statute in that event does not require the per- 
formance of a mere ministerial act, but requires a determination 
by him of the question whether the thing presented for registra- 
tion is or is not a label, as defined by the statutes. 

The examiner in his decision or statement, which accom- 
panies the petition herein as Exhibit A, places the refusal to 
register this label on the ground that the words “Lincoln High- 
way,’ if it describes anything, describes something that is not 
an article of manufacture, within the meaning of the term as 
used in the copyright and patent law. 

In Ex parte Bowles, 97 O. G., 2308, he says the commis- 
sioner decided that by articles of manufacture referred to in 
said section 3 of the copyright act are meant all vendible com- 
modities produced by hand, machinery, or art. That is to say, 
that manufactured articles must be commodities which are things 
of commerce, and tangible things produced for us, and which 
may be subjects of barter and sale. 

In Roy v. Nourse, 54 O. G., 1265, a ruling of the commis- 
sioner is referred to, wherein he says the language of the stat- 
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utes and that of the courts renders it clear that the things to 
which trade-marks may be affixed so as to be protected and reg- 
istered, are what are ordinarily termed in law “goods, wares, and 
merchandise,” articles of ordinary commerce, such as may be 
transported from one country to another, in contradistinction 
to those fixed pieces of property which the law includes in the 
term, real estate. 

The trade-mark law uses the word “merchandise” instead 
of “articles of manufacture,’ but by analogy it would seem that 
the word “label” to be registered, designed to be used for any 
other “articles of manufacture,” should naturally be applied to 
the same class of property. 

In one sense, there can be no question perhaps but that a 
highway, which requires grading, bridging, and rounding up, 
may be properly called an article of manufacture; but there is 
certainly some doubt as to whether a “label’’ can be applied or 
attached to such an article. 

The label in this case, however, does not describe the high- 
way. It simply uses the words “Lincoln Highway,” thus giving 
a name to some kind of highway already laid out or contemplat- 
ed, but it in no sense defines or describes the character of such 
highway. 

Under the authorities governing this court in mandamus 
cases, there is too much doubt and uncertainty as to the right 
of the relator to have its said label registered in the Patent Of- 
fice, and too much doubt as to the duty of the respondent to reg- 
ister the same to warrant the court in issuing the writ. 

The motion of the relator for judgment will therefore be 
overruled, the prayer for the writ of mandamus denied, and the 
petition dismissed. 
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NEW YORK SUPREME COURT 


THE PEOPLE OF THE STATE OF NEW York, Respondent, Vv. 
PuiLie Bruno, Appellant. 


(164 App. Div., 32.) 
Appellate Division, Second Department, October 2, 1914. 


COUNTERFEITING TRADE-MARK—PENAL STATUTE—INTENT. 

In a criminal prosecution for falsely making or counterfeiting a 
trade-mark, based on section 2354 of the penal law of New York, to 
establish guilt, there must be shown knowledge on the part of the 
defendant that the labels printed by him were counterfeits, and con- 
sequent participation by him in the plan to defraud the owner of the 
trade-mark. 

Appeal from a judgment of the court of special sessions 
of the city of New York, borough of Brooklyn, convicting the 
defendant of falsely making and counterfeiting a trade-mark. 


Ralph Underhill, tor the appellant. 

Harry G. Anderson, Assistant District Attorney (James 
C. Cropsey, District Attorney, with him on the brief), 
for the respondent. 


Jenks, P. J—Unless the witness Grundig was revealed un- 
questionably as an accomplice, the proof was sufficient to con- 
vict the defendant of a violation of the Trade-Mark Law. 
Grundig, who had been a printer for five years, carried on that 
business in a small way at his own place in the borough of 
3rooklyn. He testifies that the defendant brought certain plates 
to his place and ordered a large number of impressions, which 
were made, were delivered and were paid for. There is nothing 
suspicious in this relation of Grundig and the defendant, and 
there is no indication that the work was done save as any other 
work given to Grundig. Moreover, Grundig did not attempt to 
conceal or suppress anything that he did when an investigation 
was made. The only possible suspicion as to a printer’s guilty 
complicity might arise from the fact that the impressions rep- 
resented the label of a liquor made by very well-known manu- 
facturers. If the plates had been taken to a printer of large 
business, who naturally might be familiar with the repute of the 
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manufacturers, the fact that he executed such work at the be- 
hest of a stranger without inquiry or investigation might well 
make against him; but Grundig reveals himself on the stand as 
exactly the kind of man that should be chosen, for his ignorance 
and not for his cunning, to do such fraudulent work. I think 
that Grundig did not himself violate the law merely by the print- 
ing of the impressions, for, in my opinion, to falsely make or 
counterfeit, as used in subdivision 1 of section 2354 of the penal 
law, implies that the act must be done with a fraudulent or a 
criminal intent. (United States v. King, 5 McLean, 208; 
26 Fed. Cas., 787; United States v. Otey, 31 Fed. Rep., 68. See, 
too, Regina v. Bannen, per TINDAL, C. J., 2 Mood., 309, 312, 
cited 1 Russ. Cr. [7th ed.|] 367.) 

The judgment of conviction should be affirmed. 

THoMas, Rich, STAPLETON and Putnam, JJ., concurred. 

Judgment of conviction of the court of special sessions 
affirmed. 





